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James M. Heintz

Partner
Chair, Post Grant Review Practice

Reston

Jim leads DLA's post grant review practice and regularly represents clients
in patent litigation in district courts and the ITC, where he typically serves as
the technical lead attorney. In these roles, Jim directs inter partes review
strategy in order to achieve maximum impact in the parallel proceeding.
Jim's work focuses on electrical, computer, cellular and networking
technologies, including encryption technologies, conditional access
television systems, computer operating system software, touchscreens,
electronic train control and signaling systems, power tools, and
semiconductors. He has been recognized by Patexia as being among the
Best Performing and Most Active attorneys representing petitioners in inter
partes review proceedings before the PTAB. He also counsels clients
regarding patentability, validity and infringement issues.
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Coke Morgan Stewart

Deputy Under Secretary of Commerce for Intellectual Property
Deputy Director of the U.S. Patent and Trademark Office

Background

A Worked at USPTO from 2011-2021
A Acting Chief of Staff
A Counsel to the Director
A Senior Policy Advisor
A Acting Deputy Solicitor

AIP AttorneyatO6 Mel veny & Myers LLP

A represented both patent holders and accused infringers in
patent infringement cases
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Howard Lutnick

Secretary of Commerce
Background

A Chairman and CEO of Cantor Fitzgerald, L.P.

ARAs the inventor of over 400
Trademar k Office has a speci

US012282864B2

azy United States Patent (10) Patent No.:  US 12,282,884 B2
Lutnick et al. 45) Date of Patent: *Apr. 22, 2025
(54) EXAMPLES OF DELIVERY AND/OR (51) Imt. CL
REFERRAL SERVICES G060 10/08 (2024.01)
GO6Q 2020 (2012.01)
(71)  Applicant: CFPH, LLC, New York, NY (US) G060 30/04 (2012.01)
GO6Q 30/0601 (2023.01)
(72) Inventors: HMoward W. Lutnick, New York, NY G060 30/08 (2012.01)
(US); Jed Kleckner, New York, NY (52) US.CL
(US); Colin Sims, New York, NY (US); CPC ......... G060 10/08 (2013.01); GO6Q 20/202
Jason White, New York, NY (US) (2013.01); GO6Q 30/04 (2013.01); GO6Q
30/0635 (2013.01); GO6Q 30/08 (2013.01)
(73) Assignee: CFPH, LLC, New York, NY (US) (58) Field of Classification Search
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John Squires

Under Secretary of Commerce for Intellectual Property
Director of the U.S. Patent and Trademark Office

Background

A Dilworth Paxson LLP
A chair of the Emerging Companies and IP practice

A created Fortress IP
A a multibillion-dollar patent litigation funding group

A Chief IP Counsel for Goldman Sachs (2000-2009)

ASenate testimony: f#A[p]atent
predatory patent assertions, and litigation abuse have
precluded continued progress and efficiencies in bettering the
U.S. financial system. o0
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Philosophy

O%OAT AGOOAI Al U OO0OIT ¢ PAOAT OO AAATIT A (
xEAT OOAEAAO Oi OAOEAI 1T 0O DPAOAIIT AT OAIE
AConsider a hypothetical patent c¢claim where 70

conclude that the claim was properly granted, and 30% would oppose that conclusion. Such a
patent claim seems reliable, because a substantial majority of practitioners believe it is patentable
and was properly issued. However, if the patent is subjected to repeated de novo patentability
review each time it is enforced, it will no longer be reliable. For example, a patent with a 70%
chance of surviving one de novo patentability review has less than a 50% chance of withstanding
two or more de novo patentability challenges. Thus, even extremely strong patents depend on a

presumption of wvalidity for their survival .o
2025-19580 (90 FR 48335)(emphasis added)

www.dlapiper.com



Philosophy

O%OAT A@OOA
xEAT OOAEAA
A United States District Courts are not de novo review

A Presumption of validity

A Clear and convincing evidence of invalidity required

A PTAB IPRs/PGRs are de novo review
No presumption of validity

Preponderance (<50%) evidence of invalidity required

A Solution: Limit IPRs and PGRs

www.dlapiper.com
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Institution rates by petition
FY 22 to FY 26 through Q1: Oct. 1, 2021 to Dec. 31, 2025

M Instituted
B Denied
by petition
66% 67% 68%
® -
50%
769 752 740 42%
619 619 o
179 252
/7
A
FY 22 FY 23 FY 24 FY 25 FY 26 YTD

PTAB Trial Statistics, December 2025, Patent Trial and Appeal Board, available at
https://www.uspto.gov/sites/default/files/documents/trial stats december 2025.pdf

www.dlapiper.com


https://www.uspto.gov/sites/default/files/documents/trial_stats_december_2025.pdf

Petitions filed by month
FY 25 to FY 26 through Q1: Dec. 1, 2024 to Dec. 31, 2025

129 131 135
123 126 (181 IPRs in FY 26)

85 90

30
6 9 6 4 6 > 7 11 7 9 3 7 3
— " ——08- - — . " e —,————

(13 PGRs in FY 26)

Dec Jan Feb Mar Apr May Jun Jul Aug Sep Oct Nov Dec
2025 2026

https://www.uspto.gov/sites/default/files/documents/trial stats december 2025.pdf

www.dlapiper.com


https://www.uspto.gov/sites/default/files/documents/trial_stats_december_2025.pdf

Patent Litigation Filings Are Up

CASES BY YEAR (1]
4591 Forum
—e— |TC
2077 ADQ7 —a— PTAE
e . 3820 3200 —e— USDC
3120
1538 1306
-—_— 3 1358 1361
’ . ________________11.%8______________._._—¢— _12-31
54 40 54 37 50 48
{i-DocketNavigator
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More Statistics

Institution rate
A 37% from 1 Oct. 2025, through 30 Nov. 2025
A 64% from 1 Oct. 2024, through 30 Nov. 2024

Number of IPRs/PGRs filed
A 240 IPRs and PGRs were filed from 1 Oct. 2025, through 2 Feb. 2026
A 482 IPRs and PGRs were filed from 1 Oct. 2024, through 2 Feb. 2025.

A 66% increase in reexam requests
A 726 in 2025
A 437 in 2024

www.dlapiper.com
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Ex ParteAppeal Backlog On Track to End This Year

Ex parte appeals

i) EDi
[u R e LR

'\-‘-

2012 2013 2014 2015 2016 2007 2018 2019 2020 2021 2022 2023 2024 2025 2026
YTD

What effect will this have on APJ staffing levels?

www.dlapiper.com
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Discretionary Denial Procedural Change History 2025

www.dlapiper.com

20 Jan. 2025:
Coke Stewart
appointed
USPTO Acting
Director

4 March 2025
USPTO
withdraws
Vidal memo
limiting
discretionary
denials

26 Mar. 2025:
IPR/PGR
nSettl

Expect a

Bifurcated
Briefing:
discretionary
denial and
then merits

16 May 2025:

Stewart

decides
discretional
denials using
~2-page
decisions

18 Sept.
2025: John
Squires
appointed
USPTO
director

Squires
decides

summary
denials

\

31 Oct. 2025:

discretionary
denials using

)
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Discretionary and Merits Denial Decisions Bifurcated

[D]ecisions on whether to institute an IPR or PGR will be
bifurcated between (i) discretionary considerations and (ii)
merits and other non-discretionary statutory considerations
. .. the Director, in consultation with at least three PTAB
judges, will determine whether discretionary denial of
Institution is appropriate. If it is appropriate, the Director will
Issue a decision denying institution. If it is not appropriate,
the Director will issue a decision regarding that
determination and refer the petition to a three-member
panel of the PTAB [which] will then handle the case in the
normal course including by issuing a decision on institution
addressing the merits and other non-discretionary statutory
considerations.

https://www.uspto.gov/sites/default/files/documents/InterimProcesses-PTABWorkloadMgmt-20250326.pdf

20
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https://www.uspto.gov/sites/default/files/documents/InterimProcesses-PTABWorkloadMgmt-20250326.pdf
https://www.uspto.gov/sites/default/files/documents/InterimProcesses-PTABWorkloadMgmt-20250326.pdf
https://www.uspto.gov/sites/default/files/documents/InterimProcesses-PTABWorkloadMgmt-20250326.pdf

N

\\

IPR Barriers

>

www.dlapiper.com



Fintiv Is Again a Significant Hurdle

A Sotera stipulations no longer automatically precludes
discretionary Fintiv denials

A Compelling merits no longer automatically preclude
discretionary Fintiv denials

AfiHol i stic assessmento base
A District Court trial date is predominant factor

A ITC investigations are again considered in Fintiv

analysis

22
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Although there is no bright-line rule on when expectations
become settled, in general, the longer the patent has been
In force, the more settled expectations should be.
Moreover, patent applications (after 18 months) and issued
patents are almost always publicly available to provide
notice to the public, other inventors, competitors, and
commercial interests. Interested parties may find published

patents and patent applicat/|

automated search systems as well as publicly available
resources on the Internet. As such, actual notice of a
patent or of possible infringement is not necessary to
create settled expectations.

(O §
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Settled Expectations Six Years After Patent Issuance

The patents challenged in IPR2025-00601 and IPR2025-
00602 present different circumstances. In particular, the
challenged patents have been in force for seven and six
years, respectively, creating strong settled expectations for
Patent Owner, and Petitioner does not provide persuasive

reasoning why an inter partes review IS an appropriate use
of Board resources.

24



Settled Expectations Can Arise Earlier than Six Years

[T]he patent challenged in IPR2025-00603 has not been in
force for a significant amount of time (issued in 2022).
Although there may be good reasons why a patent owner
has strong settled expectations in a patent that has only
been in force for three years, for example an explanation
of how an extraordinary amount of investment, time, and
resources dedicated to research, development, trials, and
regulatory approval correlates to settled expectations,

| Patent Owner has not sufficiently articulated such reasons
| In these proceedings.

25



Time-Barred Petitions Proceed Only in Exceptional
Circumstances

Although 8§ 315(b) permits time-barred parties to file a
petition when seeking joinder under § 315(c), the Office
may consider whether it is fair to permit a time-barred party
to join an ongoing proceeding when determining whether to
exercise discretion to deny institution under 35 U.S.C. §
314(a). Petitions filed by time-barred parties should
proceed only in exceptional circumstances. Realtek does
not present an exceptional circumstance here.

26



Inconsistent Claim Constructions in IPR and District Court
WIll Likely Result in Discretionary Denial

[I]t is likely that a final written decision in this proceeding will issue
before a district court trial occurs . . . the challenged patent has
not been in force for a significant period of time (issued in 2024).
Accordingly, Patent Owner has not developed strong settled
expectations . . . Petitioner has taken different claim construction
positions in this proceeding and the parallel district court
proceeding . . . Although a party is not necessarily precluded from
arguing different claim construction positions before a district
court and the Board, a party should explain why different positions
are warranted. For example, Iif a party advances a narrow
construction in the district court and the district court declines to
adopt the narrow construction, the party would have sufficient
reason for advancing the broader, court-adopted construction in a
proceeding before the Board.

27



Inconsistent Claim Constructions in IPR and District Court
WIll Likely Result in Discretionary Denial

Peti tioner 0s explanation here al
assertion that a petitioner should be permitted to raise different
claim constructions in the two forums when there is a chance that

the district court will rej ec.t 1
My precedential decision does not provide for conditional future
outcomes,andwhi | e petiti oner woul d nc

see, 0 we C an nbheappropdate waurkel of antiont
under these circumstances is to deny institution.

Stipulation to drop district court construction if IPR
Instituted will not solve this problem

28



Faillure to Name Real Party in Interest Bars IPRs

[A]ny Petition corrected to disclose additional RPIs must be
given a new filing date . . . Here, a new filing date
necessarily would be more than one year after the date on
which Petitioner was served with a complaint alleging
Infringement of the challenged patents, making the
Petitions time-barred under 35 U.S.C. § 315(b). Because
we cannot consider the Petitions, and should not have
considered them at the time of institution, the appropriate
remedy I s to grant Patent Owne.
terminate the instant proceedings, and vacate our
Decisions on Institution.

29



Petitioner Must Resolve RPI Dispute

Pet 1 t ifadunedorpi@\dde clarity as to its actual identity
IS fatal to its petitions . . . Patent Owner submitted evidence
suggesting that Petitioner os p:
owned by state-owned enterprises . . . Regardless of whether
the foreign government here is in fact an RPI, this evidence was
sufficient to put into dispute whether the Petitions identified all
RPIs . .. Where, as here, a petitioner does not sufficiently fulfill
l'ts statutory duty to 1 denti fy
protect the public interest is especially compelling . . . With its
|l denti fi cation of RPIlIs 1 n displ
bring forth evidence or arguments demonstrating that it named
all RPIs . . . Accordingly, the Decisions granting institution are
vacated, the Petitions are denied, and these proceedings are
terminated.

30



Whether an RP| Can Be a Foreign Governments Remains

Undecided

InReturnMail, t he Supreme Court hel d
Il S not a oOper sonoO wibsoanceeeyew piredri t
t he MRétukn Mail, 587 U.S. at 637. The Court, however, did not
address, and has not addressed, whether this statutory prohibition
extends to a foreign government.3

SWhil e not the basis of todayos
review may be discretionarily denied on the basis that a petitioner is
a sovereign. See, e.g., Saint Regis Mohawk Tribe v. Mylan Pharms.
Inc, 896 F. 3d 1322, 1327 (Fed. Ci
political responsibility of determining which cases should proceed.
While he has the authority not to institute review on the merits of the
petition, he could deny review for other reasons such as
administrative efficiency or based on a party's status as a
sovereign. o).

31
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Proposed New Barriers

T

ARCHIV

NS == 4
NATIONAL The Daily Journal of the United States Government

. FEDERAL REGISTER (.

ES & g5 >

BN NN 77777 3NN 7777788, 77) Proposed Rule W

Revision to Rules of Practice Before the Patent Trial and Appeal

Board
A Proposed Rule by the Patent and Trademark Office on 10/17/2025 \‘ v
A Must stipulate not to raise any prior art defense in court/ITC

A Even system prior art defense that cannot be raised in IPR

No IPR once claim has been found valid in other contested
proceeding

No IPR if trial, ITC determination or PTAB final written decisions
occurs fi1rst absent nNnextraor di

2025-19580 (90 FR 48335
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PGR Petitions are Heavily Favored

[I]t is unlikely that a final written decision in this proceeding
will issue before the Texas district court trial occurs . . .
Petitions for post-grant review are favored because they
must be filed no later than nine months from the grant of
the patent (35 U.S.C. § 321(c)), are close in time to
examination, and occur before expectations in the patent
rights are strongly settled . . . the Petition is referred to the
Board. . ..

34



Complicated District Court Case Can Avoid Discretionary

Denial (Typically 9 or More Patents)

Peti tioner 0s arguments regal
litigation proceeding tip the balance against discretionary
denial. Petitioner explains that the district court proceeding
Involves eleven patents spanning nine different families

that involve a diverse range of subject matter. The large
number and vast scope of the patents asserted in the

district court litigation weighs against discretionary denial,

as the Board is better suited to review a large number of
patents involving diverse subject matter.

rd i
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Examiner Material Error May Thwart Discretionary Denial

[T]hese proceedings raise similar issues to those
previously adjudicated [where] the Board determined the
challenged claims are unpatentable . . . the patent
examineros conclusion [on eff e
chall enged patents] direct]| C
determination and raises concerns of material error such
that review of the challenged patents is an appropriate use
of Office resources. Ordinarily, a scheduled district court
trial date that precedes the date projected for a Board final
written decision weighs in favor of exercising discretion to
deny the Petition. Here, however, the Petitioner appears to
show a material error by the Office, and it is an appropriate
use of Office resources to review the potential error.

36



Significant Change in the Law May Avoid Discretionary
Denial

Petitioner contends that the United States Court of Appeals
for the Feder al Circuitt nfund:
obviousness standar dLKQGarp.\desi g1
GM Global Tech. Operations LLC, 102 F.4th 1280, 1293
(Fed. Cir. 2024), which impacts the validity of the
chall enged patent. Peti tioner
The challenged patent was examined and issued under an
obviousness standard for design patents that the Federal
Circuit has since abrogated, and it is an appropriate use of
Of fice resources to consider t|
| challenge despite any settled expectations Patent Owner
| may have.

@)
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Avoiding Settled Expectations Based on Differences With
OAOAT O / x1 AO6O OOEIT O 4AO0OCA:

[I]t is unlikely that a final written decision in this proceeding
will issue before district court trial occurs . . . the
challenged patent has been in force for over twelve years,
creating strong settled expectations . . . Petitioner argues
with respect to settled expectations that the challenged
patent has not been commercialized, asserted, marked,
licensed, or otherwise applied in its technology space.
Petitioner argues that Patent Owner only previously
targeted smartphones, tablets, and watches, whereas
Petitioner, Home Depot, Is the proprietor of a chain of
hardware stores and did not have reason to anticipate
assertion of the patent againstit. Pet i ti oner 0s a
are persuasive.

38



Avoiding Settled Expectations Based on a Laché&ygpe
Argument

[I]t is unlikely that a final written decision in these
proceedings will issue before district court trial occurs . . .
the district court has issued a Markman order . . . the
challenged patent . . . has been in force for thirteen years,
creating strong settled expectations for Patent Owner.
Petitioner . . . was aware of the challenged patent . . . in
2012, when Patent Owner first contacted Petitioner about
the challenged patent in a letter. Petitioner . . . contends
that 1t Adid not expect enf (
because it concluded that it did not require a license . . .
and advised Patent Owner of its position, and . . . Patent
Owner did not assert the challenged patent against

DI C ¢

Petitioner until eleven years after [when they were] expired.

39



Guidance

A File PGRs

A File early to avoid \
Look for technique\" avoid |

rrier
: arte reexamination

‘. \l
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The Federal Circuit Is Reshaping
Damages in Patent Cases

A Cal. Inst. of Tech. v. BroadcomLtd., 25 F. 4th 976 (Fed.
tieredo reasonable royalty theory f
unsupportable)

A Apple Inc. v. Wi-LAN Inc., 25 F.4th 960 (Fed. Cir. 2022) (expert must
adequately apportion comparable licenses or account for differences to
isolate value attributable to patented invention)

A EcoFactor, Inc. v. Google LLC, 137 F.4th 1333 (Fed. Cir. 2025) (en
banc) (damages expertos t e s-tnitroyaltygsated er
from lump-sum settlement licenses was unreliable and inadmissible)

A Jiaxing Super Lighting v. CH Lighting Tech, No. 2023-1715 (Fed. Cir.
2025) (vacating damages award and remanding for consideration of
whether expert adequately apportioned value from prior portfolio license
agreements rather than using unsupported blanket upward/downward
adjustments based on competition or market factors)

A Rex Medical, L.P. v. Intuitive Surgical, Inc. (Fed. Cir. 2025) (affirming
verdict of nominal damages ($1) when expert testimony failed to
apportionmultirpat ent | i cense that formed Db
award)

www.dlapiper.com



A Closer Look
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Caltech. v. Broadcom

25 F.4th 976 (Fed. Cir. 2022)

A Caltech sued Broadcom and phone maker asserting three patents covering
low-density parity-check (LDPC) error-correcting codes used in high-speed Wi-
Fi data transmission

ACal tech accus e dFi @ipo(mahdactunéssle)atid downstream
products (e.g., phones) that incorporated those chips (use)

ACaltechodos expereraededraadowabl e royal't
separate hypothetical negotiations for the same infringing chips 8 one at the
component (chip) level and one at the end-product (device) level

A The model appliedalowerperunit royalty to Broadco m G
significantly higher effective royalty to downstream products containing the
same chips. The jury awarded $1.1 billion total damages

Federal Circuit Holding:
A Vacated the entire damages award and remanded for a new trial on damages

ATwoti ered approach was @Al egally unsuppo
impermissibly applied two separate hypothetical negotiations for same chips

AfiThe mere fact that Broadcom and [phon
does not support treating the same chips differently at different stages in the
supply chaino

www.dlapiper.com



Apple v. WiLan

25 F.4th 960 (Fed. Cir. 2022)

A Wi-LAN sued Apple for infringing patents on methods for allocating bandwidth
and selecting variable data rates in wireless (LTE) communication systems.

AFirst trialodos $145M verdict was vacat e/
apportionment, leading to retrial after Wi-LAN rejected a $10M remittitur

= e
(IS

A Second trial theory: Reasonable royalty based on three comparable Wi-LAN o L ;,_nmu--' |
portfolio licenses to other phone manufacturers (Vertu, Doro, Unnecto) - ‘“'““““ PRI 5 .““ m
: . L Al """ ..l‘
AExpert identified the two asserted pat ¢ -'.".';:;uw',%||a|| s ML "
value, while treating the rest of the ........u...._,m' ' ,IQ.........‘_.‘..n:nmmulm :
royalty rate reduction to apportion for the additional patents w111 e 1! ”“““
Federal Circuit Holding: ::::::::::::::‘m”“” — :: ,
: . l ™8
A Vacated the damages award and remanded for a new trial on damages; the : ::”'”'""' M T
. . . . . UL My, "
di strict court abused its discretion ;'""”NHHH"ﬁ'n........,"'

. ”“”““ln n

Iy
™

AExpertos fkey patento determinati on "'“w...l,””"ln“'
Afuntethered to t B telicensed did nal treatthb asserted a s e 0 '::"""n..llu,.“
patents as uniquely valuable, and the expert failed to adequately account for g |
differences or justify the adjustment with license-specific evidence g ™, | Mg, "

A Expert must reliably apportion value to isolate the asserted patents and tie any = ' T . “
adjustments to the specific technologies, negotiations, and economic ' iy
circumstances of the licenses

|||’
Ul
Iy

www.dlapiper.com



EcoFactor v. Google

EcoFactor, Inc. v. Google LLC, 137 F.4th 1333 (Fed. Cir. 2025) (en
banc)

A EcoFactor sued Google for asserting patent on smart thermostat

technology for optimizing HVAC systems based on sensor data and
user preferences

A Jury found infringement and awarded >$20 million in lump-sum
damages. Fed. Cir. panel affirmed, but court granted en banc
rehearing on expert admissibility

AExpertoéds theory was f@mlsasedanbhiee r oy
prior lump-sum settlement licenses granted to third-party smart
thermostat manufacturers

A Expert derived a specific per-unit royalty rate ($X) by converting the
lump-sum amounts, assuming they reflected application of that rate to
estimated past/projected sales of the licensees' accused products.
Each license recited that EcoFactor believed $X was a reasonable
royalty per unit but did not state the licensees agreed to that rate

www.dlapiper.com
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Federal Circuit En Banc Holding:
A Reversed district court's denial of new trial on damages; vacated

$20M+ award and remanded for new damages trial because expert
testimony inadmissible under FRE 702 / Daubert

A Expert's opinion that licenses reflected industry acceptance of $X per-
unit rate lacked sufficient facts/data supportd licenses themselves did
not show licensees agreed to/used that rate

A Expert improperly relied on EcoFactor's unilateral belief and
unsupported assumptions about lump-sum calculations

A District courts must rigorously gate-keep damages expert testimony;
opinions deriving specific royalty rates from lump-sum licenses require
reliable, record-tied evidence (not speculation or patentee assertions)

A Heightened scrutiny for converting lump-sum/settlement licenses to
per-unit rates in reasonable royalty analyses; strict Daubert
application to prevent unreliable damages evidence

www.dlapiper.com



Super Lighting v. CH Lighting

Jiaxing Super Lighting Electric Appliance Co. v. CH Lighting Technology Co.,
Ltd., No. 23-1715 (Fed. Cir. 2025)

A Super Lighting sued CH Lighting for infringing three LED tube lamp
patents

A Jury awarded ~$13.87 million (lump-sum) for all three patents; district
court enhanced by doubling to ~$27.7 million under § 284

A Expert relied on prior portfolio license agreements to derive reasonable
royalty; CH Lighting challenged via Daubert motion for inadequate
apportionment among asserted vs. non-asserted patents in the licenses

A District court denied CH Lighting's motion to exclude expert without any
reasoned explanation or analysis

Federal Circuit Holding:

A Vacated entire damages award and remanded for new trial on damages
for all three patents; district court abused discretion by failing to provide
reviewable reasoning on Daubert motion

A Extended EcoFactor v. Google frameworkd district courts must rigorously
gate-keep under FRE 702, provide reasoned analysis on reliability
(especially apportionment in portfolio licenses), and ensure testimony is
based on sufficient facts/data; absence of reasoning can warrant reversal

www.dlapiper.com




Rex Medical

Rex Medical, L.P. v. Intuitive Surgical, Inc., No. 24-1072 (Fed. Cir. 2025)
A Rex Medical asserted patent on a surgical stapling system

A Damages theory was reasonable royalty (hypothetical negotiation) based
primarily on a prior $10 million lump-sum settlement license from Rex to
Covidien covering a broad portfolio. Rex's expert opined a $20 million lump-
sum royalty for Intuitive, relying on Covidien license; apportioned by claiming
"most, if not all" value tied to asserted patent

A District court excluded expert's testimony on Covidien license for failure to
reliably apportion value to asserted patent alone (methodology unreliable
under Daubert/FRE 702). No damages experts testified

A Jury awarded Rex $10 million based on infringement finding and limited lay
testimony about Covidien license factors

A District Court granted JMOL reducing award to $1 nominal damages (no
sufficient evidence for reasonable royalty); denied new trial on damages

Federal Circuit Holding:

A Affirmed exclusion of expert and reduction to $1 nominal damages (treated as
JMOL of no damages). Expert's apportionment "untethered to the facts" and
jury | eft to speculate on all ocati on
evidence (even lay testimony failed to tie value to asserted patent alone)

A Reasonable royalty can be $1 if no patent holder presents no evidence
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The Pattern

Caltech 2022

Damages awarded
must be legally
supported on the
evidentiary record

www.dlapiper.com

WiLan 2022

apportionment
testimony must tie to
specific techs,
negotiations, and
economics of the
licenses

EcoFactor 2025

H'g‘iéhfaéned scrutiny
for converting lump-
sum/settlement
licenses to perunit
rates in reasonable
royalty analyses

SuperLighting 2025

District court must
provide reviewable
reasoning on Daubert
motions z cannot just
allow without
comment

Rex Med 2025

Jury may not be
allowed to award
more than nominal
damages if expert
opinion stricken and
lack of specific fact







Other Key Damages Attacks

AFailure to mark products under the patent with
patent number 35 U.S.C. §8287(a)

Alnclusion of accused products in royalty base
not attributable to the Defendant at trial

Alnclusion of revenue for unpatented products
or features (Rite-Hite)

AFailure to produce critical damages evidence
during fact discovery
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35 U.S5.C8287(a) z Patent Marking
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Al n the event of failure so t
by the patentee in any action for infringement, except on proof
that the infringer was notified of the infringement and continued to
Infringe thereatfter, in which event damages may be recovered
only for infringement occurring after such notice .0

35 U.S.C. § 287(a)

o

m a




35 U.S5.C8287(a) z Patent Marking

n We hol d an all eged I nfringer
compliance with § 287 bears an initial burden of production to
articul at e t he product s |t bel i
articleso8286ubject t o

To be clear, this is a low bar. The alleged infringer need

only put the patentee on notice that he or his authorized

licensees sold specific unmarked products which the alleged

I nfringer believes practice the pat

Arctic Cat Inc. v. Bombardier Recreational Prods. Inc., 876 F. 3d 1350, 1368 (Fed. Cir. 2017)
( ArcticCatlo ) .
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35 U.S5.C8287(a) z Patent Marking

AFor pur poses of section 287
0t he Iinfringement, 6 not merely no
or ownership. Actual notice requires the affirmative
communication of a specific charge of infringement by a
speci fic accused product or devic

Amsted Indust. Inc. v. Buckeye Steel Castings Co., 24 F.3d 178, 187 (Fed. Cir. 1994).
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35 U.S5.C8287(a) z Patent Marking

ARnThe statute thus pr ohi banytdamagesipat ent e
a subsequent action for infringement after a failure to mark, rather

than merely a reduced amount of damages in proportion to the

amount of time the patentee was actually practicing the asserted

patent. o

Arctic Cat Inc. v. Bombardier Recreational Prods. Inc., 950 F.3d 860, 865 (Fed. Cir. 2020)
( Arctic Cat 110 femphasis original).

Al T] he Feder al Ci r 8§ 28i to make alearchaatl v 1 nt er
once a patentee (or its licensee) is non-compliant with § 287,

recovery of damages is limited to either the period after marking

resumes or after the alleged i1 nfringe

Team Worldwide Corp. v. Acad., Ltd., No. 219CV92 JRG-RSP, 2021 WL 1854302, at *2
(E.D. Tex. May 10, 2021), adopted sub nom. 2021 WL 1985688 (E.D. Tex. May 18, 2021).
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35 U.S5.C8287(a) z Patent Marking
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nrhe Court recognizes that this is a harsh remedy, especially in a
case like this where the import [of patented articles] occurred
several years after the patent was issued and only one year
before suit was filed.

However, this outcome is the clear consequence of Congress's

deci sion O0to incentivize mar king of
éThat a penalty is harsh iIis not a s
text and binding appell ate authorit

Unicorn Energy AG v. Tesla Inc., 740 F. Supp. 3d 930, 965 (N.D. Cal. 2024), citing
Team Worldwide, 2021 WL 1854302, at *1.
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Neo Wireless Case

A 4G LTE Standards Essential Patent (SEP) case pending in E.D. Texas.
Patent holder is funded by litigation funding i hard case to settle

A Narrowed asserted patents using IPRs and EPRs

A Defendants adopted a reasonable damages model early in case,
designed to be defensible at trial. Sent early Arctic Cat letter, later
combined with summary judgment motion to knock out pre-suit damages

A Patent holder adopted a six-step damages model. We attacked all six
steps on Daubert and apportionment grounds:
A Benchmark royalty inappropriately adopted from UK case
Different parties, products, patents, and licenses

A Inappropriate increase in rate based on differences in price between
iIPhone and iPod

A Used royalty rate from a study abstract, where the study and
underlying survey never produced in discovery

A Inappropriately allocates entire royalty only to asserted patents based
on prior licenses (which do not adopt this methodology)

A Inappropriately triples royalty rate to account for patent validity
A Further increases royalty rates for unpatented features

A Daubert motion now pending since June 2024 without decision
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Neo Wireless Case

A partyos royalty rate calculation methodol ogy
sidestep controlling law on patent damages merely because
It arises from the partyos historical Nl 1 censi
ATo hold otherwise would I mproperly permit J[th
behind its generic licensing arrangement to avoid the task of
apportionment. 0O

Omega Patents, LLC v. CalAmp Corp., 13 F.4" 1361, 1379 (Fed. Cir. 2021).
An expertos nwholesale adoption of Plaintiff oOs
without revealing or apparently even evaluating the bases for
those estimates, goes beyond relying on facts or data and
Instead cloaks unexamined assumptions in the authority of
expert analysis. o
AWhere an expert merely offers his clientods op
own, that opinion may be excluded. o

Ask Chemicals, LP v. Computer Packages, Inc., 593 F. App'x 506, 510 (6th Cir.
2014).
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Android Auto Case

A Patent holder sued only overseas parent entity in order to get
venue in E.D. Texas

A Overseas parent entity does not make, use, sell, offer, or import
most accused models to the United States

A Patent holder may face difficult choice of reduced damages
base or amending complaint to add parties that will destroy
venue

A Proper apportionment will be difficult
A Prior licenses likely lump-sum licenses for large portfolio

AiProfit splito and dArule of th
cases. Uniloc v. Microsoft (2011) (Federal Circuit rejecting
"25% Rule of Thumb" profit split)

A What is the SSPPU?

AProper damages analysis |likely
cost of litigation
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Ryobi Case

A Chervon sued One World and Techtronic Industries for infringement of
nine patents related to handle design in battery-powered lawnmowers

A In addition to reasonable royalty damages, Chervon sought extensive
damages for (1) Chervonodos alleged | o
battery-p ower ed | awnmower s ; (2) Cher vonosSS
sales of many other types of unaccused battery-powered lawn equipment ‘
(leaf blowers, string trimmers, etc.) that run on the same 56v battery

platform (a theory nicknamed ndpl atf
AShortly before trial, court granted
judgment that plaintiffodés nplatform
unsupported

A Court found plaintiff had not met test for obtaining convoyed sales lost

profits (profits on sales of products sold with accused products that work

as a Afunctional unito or fAcompl et e

A Plaintiff transferred its IP multiple times between corporate entities,
causing issues with ability to demand lost profits, but pursued them

anyway

A Jury did not award alleged lost profits to plaintiff, leaving plaintiff with
~$4m damages award
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Building the Damages Case

A Demand and Obtain apportionment proof in fact discovery,
such as value of unasserted patents and other rights
transferred in portfolio or business agreements

Alnvestigate value of prior ar
Improvement over the prior art and footprint in the
marketplace

ADefendant sd own existing pate
apportionment, but proof those patents cover accused
products and features may be required

A If plaintiff is relying on value of proposed but unaccepted
license agreements, third-party discovery can support value
of asserted patents or lack thereof
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Using the Damages Case to Alter the Outcome

Integrate the Damages Case from First Day A minimal damages verdict

may be the best possible

outcome
O Consider damages issues and evidence from Day 1

i : Minimizing or in wn
Hire damages expert early in the case g or cutting do

‘ \ damages can lead to
Locate and voluntarily produce the evidence settlement or abandonment
your expert will need early in the case of the case (e.g. when
funded by contingency or

#1 AAOI U OANOAOO 1 DI T Ak:Q8.0 A AL Ao
\ evidence early in the case ““88“8” ﬁjﬁdlﬁg?

Focus on accused products and m_tegrate damages attacks
\ apportionment with other attacks on the
Allow opponent to make mistakes Ca,se (eg ha.rrr.]onlze with
z and then capitalize prior art/invalidity, we-
l invented-first, reducing
Sensitize Court to the importance asserted patents, claims, or
of the issues and evidence accused products)

Selective and targeted motions practice:
MSJ, Daubert, Motion to Strike
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Final Thoughts

A The Federal Circuit is clearly attempting to limit unsupported and
unapportioned damages theories, and has instructed district court e
judges to carefully 1 mplement thei§s
testimony

A District Court judges are often more comfortable with economics and
damages issues than technical issues and often appreciate the
apportionment requirement

A As plaintiff/patent holder, it is critical to work on a viable damages
model early in the case and produce or take discovery that will
support it T including apportionment

A Many plaintiffs, in particular NPEs, tend to ignore this part of the case
until the end 7 or after the end 1 of fact discovery

A Defendants must also consider damages early in the case, work on a
viable theory, and be sure to support it with whatever evidence will be
required

A Defendants can and should attack unapportioned, unsupported
damages theories
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Gualtiero Dragotti has over 25 years of experience of handling IP matters, and IP concerned groups.
with a focus on patents and the protection of innovation, particularly in the
mechanical, chemical, fashion and sports equipment industries.

Gualtiero advises leading Italian and international clients on various non
contentious and contentious IP cases, including some of the key patent
litigation issues in Italy.

Gualtiero is admitted to the Supreme Court in Italy.He served as a Juridical
Expert for the Anti-Counterfeiting National Council, appointed by the
Ministry of the Economic Development.

Gualtiero has been teaching IP at the faculty of Chemistry - University of
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He was appointed as a member of the Research Project on Biotechnology
under the patronage of the University of Modena and Luiss i Guido Carli
International University, with the sponsorship of MIUR.

Gualtiero is a member of the Standing Committee on the Unitary Patent and
Unified Patent Court of AIPPI - International Association for the Protection
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He regularly speaks at seminars and conferences organized by universities




Contact

T +49 221 277 277 307

kokularajah.paheenthararajah@dla
piper.com

Education

University of Cologne, Ph. D.
(Medicine), 2014

Higher Regional Court of Cologne,
Second State Examination (Law),
2014

University Hospital Cologne /
University of Cologne, Second
State Examination (Medicine), 2012

University of Cologne, First State
Examination (Medicine), 2008

University of Cologne, First State
Examination (Law), 2006

www.dlapiper.com

Dr med. Kokularajah Paheenthararajah
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Kokularajah Paheenthararajah advises national and international clients on
complex patent litigation and licensing disputes as well as regulatory
matters with a heavy focus on the life sciences and healthcare sector.

He has particular experience with advanced therapies, diagnostics and
biotechnologies, including cell, tissue and gene therapies, recombinant
drugs, monoclonal antibodies, biotechnological tissue products, tumor
vaccines, genome editing and, precision medicine. Kokularajah also
regularly advises on complex regulatory and strategic topics in the life
sciences and healthcare sector with a particular focus on regulatory data
and market exclusivity, compliance and investigations, pricing and market
access strategy, marketing, advertisement, R&D cooperation, clinical trials
and digital health. His clients i-ncl
based pharmaceutical, biotechnology, diagnostics and healthcare
technology companies as well as medical research institutions and private
equity firms.

Kokularajah is dual qualified, holding both a law degree and a degree in
medical. He is admitted as a lawyer as well as a physician in Germany.
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UPCfact check: Court of First Instance |amissaiiisiie

has received a total

Case load since start of operations number of 946 cases,
including 351 infringement
UPC Infringement Actions by Division actions
140 - 321 counterclaims for
123 .
120 - revocation have been

filed, which come from
100 - 188 individual
infringement actions

s 68 stand-alone revocation

60 - = actions filed

Number of infringement actions

Infringement actions where a
counterclaim for revocation has
been lodged

m cases with a counterclaim
cases without a counterclaim

188 163
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Number of Cases

UPCfact check: Court of Appeal

Case load since start of operations
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UPC Court of Appeal

Appeals under Appeals under Requests for

RoP 220.1 RoP 220.2 suspensive

effect

UKM/210532061.1

- Types of Proceedings Received

Applications

for expedition discretionary

Requests for Appeals under Applications
RoP 221 for rehearing
review (RoP 245)

The Court of Appeal has
received

A 72 appeals under
RoP220.1

A 44 appeals under
RoP220.2

6 appeals under RoP221

18 requests for
discretionary review

29 for suspensive effect

27 applications for an
order for expedition of an
appeal

4 applications for
rehearing under RoP245




UPCfact check

Case load of the UPC since start of operations

Language of proceedings
(CFl only)

Language of the total proceedings

German
/[ 39%

English_
55%

—__French

\ 3%
‘ Italian

Dutch 2%
1%

UKM/210532061.1
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IPC classes of the patents in suit
(CFI only)

First IPC class of the patent in suit

minfringement actions m counterclaims for revocation revocation actions

138

‘l 13 1110
65
4 I 3 4

2o i
0 1T

class A classB classC classD classE classF class G class H
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Brusselsl bis Regulation

Article 4(1)

N S u b joehts Regulation, persons domiciled in a Member State shall, whatever their nationality,
be sued in the courts of that Member State.o

Article 24(1)

"The following courts of a Member State shall have exclusive jurisdiction , regardless of the
domicile of the parties:

(4) in proceedings concerned with the registration or validity of patents, [é ] the courts of the
Member State in which the deposit or registration has been applied for, has taken place or is under
the terms of an instrument of the Union or an international convention deemed to have taken
place.o
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ECJ 25 February 202% BSHv. Elec

A Where a defendant domiciled in an EU Member State is sued for infringement of a European
p at e mdatianal parts in multiple countries, the court of the d e f e n ddomitilé setains
jurisdiction over the infringement claims even if the defendant raises a validity defense; exclusive

jurisdiction to decide validity remains with the courts of the granting state, so the infringement
court may need to stay pending validity proceedings.

A If the action also covers a patent validated or granted in a non-EU/UPC state (eg Spain, UK,
Tarkiye), the EU court of the d e f e n ddamidiledcan hear the infringement claim and assess
validity only incidenter tantum (inter partes), without affecting the foreign register.
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UPCLong-Arm Decisions

Alpinestars v Arbutus/Genevant HL Display v
Fujifilm v Kodak Dainese 8 Milan Fujifilm v Kodak v Moderna & The Black Sheep o
0 Ddusseldorf LD LD d Mannheim LD Hague LD The Hague LD

18 Aug. 2025

Mul-T-Lock v IMC Hurom v NUC Dyson v Dreame Bosch v Grizzly &
Creations 0 Paris Electronics o 0 Hamburg LD Lidl 8 Mannheim
LD Paris LD (14 Aug 2025) T LD

Aanchor
def endant o

www.dlapiper.com



The "anchor defendant" principle

Article 8(1) of the Brussels Ibis Regulation allows a plaintiff to bring proceedings against multiple
defendants in the courts of a Member State where any of them (the so-called "anchor
defendant") is domiciled if their claims are so closely connected that it is expedient to hear

and determine them together to avoid the risk of irreconcilable judgments resulting from
separate proceedings .

Case-law: LD Hamburg in case Dyson v. Dreame held that the international jurisdiction regarding
Infringement in Spain can be obtained by means of Article 8(1) of the Brussels Ibis Regulation,
applying the anchor defendant principle which requires a close connection with a defendant who is
domiciled in the country of the Court seized (here Germany) and thus subjecttothe UP C 0 s
universal jurisdiction and who acted allegedly in Spain.
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7TEAOG60 1 AdOe

LD Mannheim, UPC_CFIl_162/2024, 2 Oct 2025, Hurom v. Nuc

Potential long -arm jurisdiction scenarios before the UPC.:

A EU-UPC based Defendant for infringement outside the UPCA territory (Art. 4 Brussels la Reg)
A EU-non UPC based Defendant for infringement within a non-UPC EU Member State
A Non-EU based Defendant for infringement within a non-EU country

e Case of LD Mannheim:

A Defendant based in Korea
ADef endant 6s subsidiary based in Germany

A Damages request: certain UPC countries plus Spain, UK and Poland against all Defendants

Relevant Laws: Art. 71b(2), Art. 7 (2) Brussels la Reg

AArt. 7@2peBRonfidomiciled in a Member State may be suce
matters relating to tort, delict or quasi-delict, in the courts for the place where the harmful event

occurred or may occur_ 0
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Place that give rise to damages
not limited to the country in which
the patent is registered

Place of event giving rise to such

Place where damages occurred
g damages

In the case at hand, the Hong
Kong entity relied on the German
entity and distributor that both
organize shipping from and
through the UPC territory into
Spain, UK, Poland

Aevent o can
controlling the event, eg delivery
organized in and through UPC
territory into Spain, Poland and
UK
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2

Case Study: Recent Munich Reglona ——
Court | long-arm jurisdiction decision

Bayer/Regeneron v. Formycon - 25 September 2025, docket nos. 7 O16055/24,7 09382/25,7 O, 9383/ 25
Z VEGFAntagonist -1l

A Regeneron/Bayer v Formycon is the first application of BSH v. Electrolux in national infringement proceedings

A The Court granted a sweeping injunction covering 22 European countries on grounds of a classic European "bundle”
patent (in force in all states affected by the injunction) protecting Regeneron/Bayer eye drug Eylea® (decision not final)

A The Court applied foreign laws of the 22 EU countries on substantive law issues of (imminent) infringement

A The Court made a distinction between substantive law issues (governed by the laws of the protection countries) and
technical, formal and/or procedural issues (governed by German procedural law as the law of the place of jurisdiction)

A Issues of urgency, necessity and validity, according to the Court, are a procedural question that are to be decided under
German procedural law (the law of the place of jurisdiction) in the context of the assessment of the existence of grounds
for a preliminary injunction 1 this also applies in cross-border matters

A A positive decision on the (limited) validity of the patent in suit from the German Federal Patent Court, according to the
Court, has a strong "signal e f f ascrégards any alleged nullity of non-German parts of the European patent

A The finding of infringement under German substantive law has a "lighthouse character" in the other European jurisdictions
I therefore, according to the Court, there is no need to obtain an opinion from independent foreign legal expert,
otherwise, the effective enforcement of the patent would be undermined
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7TEAO AAT xA AgbPA
long-arm jurisdiction in the future?

Onestav BMW, Munich Regional Court I, docket nos. 21 O 13056/ 25 and 21 O 13057/ 25

Increasing pressure on other European countries to join the UPC?

Extension of the reach of long -arm jurisdiction of (German) national courts beyond the European patent system?

Recent "test case" 1 US patents:
On 30 October 2025, Onesta (NPE) sued BMW over 1 EU Patent and 2 US semiconductor patents before the
Munich Regional Court | (based on German procedural law i docket nos. 21 O 13056/25 and 21 O 13057/25)

BMW filed a declaratory judgment action in the Western District of Texas seeking a temporary restraining order and
an anti-suit injunction (ASI) (case ID No. 6:25-cv-00581 - W.D. Tex. 16 December 2025)

A

A

A On 16 December 2025, US Judge Alan Albright ordered an anti-suit injunction against Onesta i Onesta may not
proceed with its suit at Munich Regional Court (grounds, among others, violation of B M W&right to a jury trial)

A

A

Will Onesta seek an anti-anti-suit injunction (AASI) in Munich 7 likely to undermine B MWAAUS ASI motion?

Onesta is free to disregard judge Al b r i ogdértar@dsproceed with the proceedings in Germany 1 in other ASI
proceedings, parties often ignore ASIs from the other side, but potentially severe penalties under US law for
contempt of court?
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Art. 32 UPCA

Competence of the Court
1.The Court shall have exclusive competence in respect of:

a) actions for actual or threatened infringements of patents
and supplementary protection certificates and related
defences, including counterclaims concerning licences;
()

The national courts of the Contracting Member States shall
remain competent for actions relating to patents and

supplementary protection certificates which do not come within
the exclusive competence of the Court.
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Art. 83 UPCA

1. During a transitional period of seven years  after the date of entry into force
of this Agreement, an action for infringement or for revocation of a European
patent or an action for infringement or for declaration of invalidity of a
supplementary protection certificate issued for a product protected by a
European patent may still be brought before national courts or other
competent national authorities

2. [ é]

3. Unless an action has already been brought before the Court, a proprietor of or
an applicant for a European patent granted or applied for prior to the end of
the transitional period under paragraph 1 and, where applicable, paragraph 5,
as well as a holder of a supplementary protection certificate issued for a
product protected by a European patent, shall have the possibility to opt
out from the exclusive competence of the Court

4. Unless an action has already been brought before a national court, proprietors
of or applicants for European patents or holders of supplementary protection
certificates issued for a product protected by a European patent who made
use of the opt-out in accordance with paragraph 3 shall be entitled to
withdraw their opt -out at any moment .
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Traditional interpretation v. emerging interpretation

Traditional interpretation :

- If apatentis opted-out A only national courts are competent

- If no opt-out is madeA concurrent competenceof UPCand national courts during the transitional
period

Venice C o u rirtegpeetation:

N listclear from the correlation between the provisions of Article 32 and the expressions used in Article 83 ( i e quit' and
A wi t h dof thewoptl- out") that, unless the proprietor expressly waives the jurisdiction of the UPC, EU patent cases
must be brought exclusively before the UPC. Concurrent jurisdiction during the transitional period does not therefore
mean that the proprietor can choose which court to bring a particular case before; moreover, this would lead to
uncertainty and inconsistencies, both for potential defendants, who would be exposed to the discretion of the proprietor,
and for those who wished to bring an EU patent case against the proprietor, since the interpretation given by the claimant
does not explain how they should proceed during the transitional period in the absence of an unequivocal signal inherent
in the exercise of the opt-out.0(Court of Venice, 4 December 2025, n. 4761)
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UPCz Pl data and statistics

Case load of the UPC since start of operations in June 2023

30 A The Court of First Instance of the UPC has received a total
of 88 applications for provisional measures

25
A 66 applications for preliminary injunctions
20 A Preliminary injunctions are more routinely granted
15 (success rate 1st instance A&

A No clear trend has emerged as to whether any particular
10 divisions of the UPC are more likely to grant a preliminary
injunction application than others

5
A No clear sector-related trends
0 _ ) A First substantive decision by the UPC Court of Appeal -
LD Munich LD Dusseldorf LD Hamburg LD The Hague . .
LD Milan ® LD Mannheim m LD Lisbon m D Brussels NanOStrlng V. 1OX Gen0m|CS, U PC—COA—335/2023
mLD Vienna m D Copenhagen mRD Nordic-Baltic mCD Milan
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General timeline

O%? DA ank Ak éxceptional cases

A Trade fair cases
A If protective letter or bilateral correspondence exist

Short written proceedings and timelines

A Initial response within 2 weeks but extensions for prior art searches normally granted for another 12 weeks
(ie 24 weeks with extension)

A One further round of briefs

Hearing within 2 -3 months after Pl request was filed

A Decision either at the hearing or at a later (unspecified) date
A Decision can take quite a while depending on the case load of the court
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ANeed sufficient degree of certainty that (cumulatively): ABaIancing of interests of the parties (necessity of
Athe applicant is entitled to commence proceedings; Pl/potential harm from PI)
Athe patent is valid; and ANo "unreasoriargehoy del ayo

Athe patent is infringed (or infringement is imminent).

Does the defendant have to be heard?

ANo - can be inter partes or ex parte can then take place

AEx parte requires: Almpact of protective letters
ADelay likely to cause irreparable harm
ADefendant given notice if ordered and further hearing

Under what conditions?

ACourt may order security (mandatory if ex parte) AMain action must be brought if Pl granted (within 1 month)

ACompensation in damages may be sought if wrongly
granted
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Which kind of evidence Is required in Pl proceedings?

Csufficient degree of certainty 6(R 211 No. 2 RoP)

s

Test: nPrepon d € T Doubts in some respects can be The more likely the patent has
that patent is mfnnged and valid compensated by high been infringed and is valid the
(ie 50+ %) assurance in other aspects more a PI is justified

Not applicable to: (i) the
jurisdiction of the UPC, (ii) the
urgency requirement and, (i)
the balancing of interests.
Here the court must be fully
convinced!
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Does an application for a Pl need to be filed within a

certain deadline?
O51 AAR R.PnA .4 RoP

OLFEQGAA AAAAI

request for Pl

. . ' .
LD Munich: LD Dusseldorf: LD Paris: -0 The Hague
i, . Request needs to be LD Hamburg: . 12+ months under
Filing within filed within 3 months s too late 3 months _is the circumstances
1 month is sufficient 5 —_— sufficient of the individual
—_— months case

A Court of Appeal (" CoA") has confirmed that there is no nf
A CoA has not definitively decided on this, but seems to accept 2-3 months

A The standard is whether the applicantdéds conduct as a who.
rightsis(not)urgentino fAsit and waito
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Urgency requirementz Practical implications

Applicant does not need to take
risks but may collect all evidence
needed in view of burden of
presentation and proof, also
considering that a main action
needs to be filed shortly after the Pl
decision

Applicant is expected to be diligent
In seeking a remedy against an
alleged infringer, and any
unreasonable delay could lead to a
dismissal of the PI

www.dlapiper.com UKM/210532061.1

Clock only starts ticking after all
necessary evidence has been
collected, even if collection of
evidence is complex and takes

some months (as it can in
pharmaceutical cases)

The burden is on the applicant to
show that it has not delayed
unnecessarily

AUnreasonabl e del
has behaved in such a negligent
and hesitant manner after getting
knowledge of infringement that,
from an objective perspective, it
must be concluded that there is no
interest in promptly enforcing its
ri ghts (no ns

The applicant must provide the
court with the information of the
moment when it became aware of
the infringement
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Necessity of Pl and balancing of interes

Syngenta v. Sumi Agro, CoA, 3 March 2025, UPC_CoA 523/2024

Guiding principles

A Proceedings on the merits are the standard_ (default) for initiating patent
infringement actions before the UPC

The burden of proof for the
necessity of a preliminary
injunction lies with the

A Procedure for provisional measures can only be applied if a decision on the applicant.
merits cannot be awaited undere x cept i onal circumst anc g However , the applicant is not

A Exceptional circumstances may relate to temporal and/or factual necessity required to demonstrate and

quantify how its own product
" . - sales are impacted by the

Relevant necessity” -test: Focus on competition aspects market entry of the infringing

A Starting point _: are the parties competing with each other? product

A Risk of ori ° If quantification were

isk of price pressure” generally required,

A Potential long-run effects, eg price-erosion, profitability? imminent_infringements

Balancing of interests could not be prevented by the
UPC

A Proportionality defense Burden of presentation and

proof of the invalidity of the
patent lies with the defendant

A Third-party damages
A De-facto automatic injunction
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Imminent Infringement

Boehringer v Zentiva1 CoA, 13 August 2025, UPC_CoA 446/2025,
UPC_CoA 520/2025
A LD Lisbon rejected PI request by Boehringer, CoA reversed decision, holding

that when a potential infringer has done all the preparations in order to be able
to directly start with the infringement, this could present imminent infringement.

A "Set the Stage" -Test:

A é&he legal test when an infringement has not yet occurred, is whether
the potential infringer has already set the stage for it to occur, so that
the infringement is only a matter of starting the action because the
preparations for it have been fully completed. ©

AfASelefstrainto of potential infringer
occurred yet.

A Examples of evidence: publicly listing products, importing, or storing products
in preparation for launch, receiving CE mark approval combined with
competitive context and/or setting-up of EU-wide distribution channels may

justify a preliminary injunction.

A Imminent infringement risk in only one UPC country can justify preliminary
injunctions for all 18 UPC countries!
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Front-loaded character of proceedings

GParties shall cooperate with the Court and set out their full case as early as possiblein the
proceeding® (RoPPreamble-7)

An proceedings at the UPC, parties shall set out their full case as early as possible. This is also
referred to as the ffront-loaded charactero of UPC proceedings. The front-loaded character of
UPC proceedings is aimed at ensuring that proceedings can normally be conducted in a way
which allows the oral hearing to be conducted in within one year. The front-loaded character also
serves the principles of fairness and equity by preventing a party (and the Court) from being
confronted with and having to react to new evidence and arguments unreasonably late in the
proceedings.o(UPC Munich CD, 25 July 2024, case 252/2023 and UPC CoA, 28 May 2024, case
22/2024).
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Strategic points to consider (selected)

Value and/or strength of the patent, risk of central revocation vs  Staying-in, opt-out and Monitor registry; act swiftly
flexibility to enforce the patent before the UPC and/or individual  withdrawal from opt-out

European national eoouutrot st,heripsatenadfitomnal E

the UPC by third party national proceedings Patent (EP))

Identify (anchor) defendant(s) in UPC, EU and/or EPC Jurisdiction Group structure; marketing
countries, commercial/corporate connections, specific infringing and online activities

activities, supply chains, intermediaries, strategic use of forum
shopping and long-arm jurisdiction

Team-up internally and externally, implement cross-border Timing and deadlines Emergency teams; protective
coordination teams, communication and escalation channels, letters; DJ actions; enroll
anticipate multiple validity attacks, prepare auxiliary requests, experts

claim construction

Consider measures in the context of a global litigation Preliminary injunctions Delay in action; balance
campaign, timing and strict urgency requirements in different

countries (Aitoo earlyo v NAtoo

strategic use of forum shopping, cross-border use of evidence,

identify imminent infringement risks, act quickly and decisively

(mnho Asit and waito)
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Strategic points to consider (selected) continued

Predictability, forum shopping, long-arm jurisdiction, goal(s) of UPC v. national litigation Move first; multiple bullets
litigation, central enforcement vs multiple validity attacks,
bifurcated system (Germany), costs, technical judge

Similar to PI, claim construction, inventive step, equivalence, Infringement actions Claim construction; Lab tests
indirect infringement, imminent infringement, evidence,
damages, settlement, costs, experts

Anticipate validity attacks, prepare validity defense packages Revocation actions EPO oppositions; national
and auxiliary requests early invalidity actions

Close market and competitor surveillance, pre-market launch Gathering evidence Dawn raid preparation;
activities,pre-f i | i ng evi dencel padpdoation (Afront document segregation;
system), forum shopping, proactive strategy, 1782 U.S. confidentiality

Discovery, request for preservation of evidence and court-
ordered evidence production

Global settlement strategy, enroll commercial/patent valuation Damages The value of the infringed
experts for damages calculation and modelling early on features
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Costs

Representation costs

A Dependentoncaseand c i r ¢ u mproceedinge tend to be more expensive than continental
European national proceedings, but still substantially cheaper than US or UK proceedings

Recovery of costs (attorney fees)

A "Loser Pays" Principle

A Recoverable costs ceiling

A Dependent on value in dispute (EUR 250k i EUR 50+ million), recoverable EUR 38k up to EUR
2 million, in exceptional cases up to EUR 5 million

Court fees

A Dependent on type of procedure
A Infringement action dependent on value in dispute EUR14,600 up to EUR444,900
A Revocation action flat EUR36,500
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Timing

General

A UPCA envisions (main) proceedings to have a hearing within 12 months
A Actual timing varies between different Local Divisions

A Busy divisions have more trouble setting hearing dates within the time frame resulting in up to 18
months until an oral hearing

A UPC generally reacts quickly in appointing new judges and creating new panels to manage work
of busy Divisions

A Deadlines for briefs in revocation actions are shorter; thus, revocation actions can be slightly
quicker than infringement actions

Preliminary Injunction

A Common timeframe for Pls is three months for a hearing

A For urgent matters (ex parte) Pls can and have been granted much quicker, ie within weeks or
days in the case of trade fairs
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Alexander Tsoutsanis

Legal Director | Amsterdam

T: +31 205 419 994

/ alexander.tsoutsanis@dlapiper.com

Ireland
Aoife Murphy

Partner | Dublin
T: +353 148 766 66
aoife.murphy@dlapiper.com

Deborah Bould

Partner

T: +442077966021
deborah.bould@dlapiper.com

Rebecca Lawrence
Partner

T: +442077966156
rebecca.lawrence@dlapiper.com
Calum Smyth
Partner

T: +442071537656
calum.smyth@dlapiper.com

Belgium

Alexis Fierens
-e Partner | Brussels

- T: +32 2500 1592

alexis.fierens@dlapiper.com

France
Frank Valentin
Partner | Paris
T:+33140 152400
» frank.valentin@dlapiper.com
UPCA* UPCA* Other EU
in force signatory members

states states

www.dlapiper.com

*UPCA stands forAgreement on a Unified Patent Cdurt

— Sweden

Beatrice Rist

Managing Associate | Stockholm
T: +46 72 141 67 26
beatrice.nybert@dlapiper.com

Rasmus Vang

Partner | Copenhagen

T: +45 33 34 08 02
rasmus.vang@dk.dlapiper.com

Luxembourg

— Germany

David Alexandre

Partner | Luxembourg

T: +352 26 29 04 2614
david.alexandre@dlapiper.com

Dr Constanze Krenz
Partner | Munich

T: +49 89 23 23 72 262
constanze.krenz@dlapiper.com

Dr Philipp Cepl
Partner | Cologne

T: +49 221 277 277 397
philipp.cepl@dlapiper.com

Dr med Kokularajah Paheenthararajah
Partner | Cologne

T: +49 221 277 277 307
kokularajah.paheenthararajah@dlapiper.com

Sabine Fehringer

Partner | Vienna

T:+43 1531 78 1453
sabine.fehringer@dlapiper.com

Veronika Appl

Counsel | Vienna

T: +43 1531 78 1465
veronika.appl@dlapiper.com

Gualtiero Luca Dragotti
Partner | Milan

T: +39 02 80 618 514
gualtiero.dragotti@dlapiper.com

Roberto Valenti

Partner | Milan
T:+390280618 1
roberto.valenti@dlapiper.com




Thank You!

www.dlapiper.com UKM/210532061.1




CLE Code’24415



l DLA PIPER

Asia IP
Symposium 2026

Tokyo, Japam Thursday, February 26, 2026

RecentDevelopmentsin Global PatentLitigation Part 1
Aoife Murphy
Daniel Valencia



l DLA PIPER

Asia IP
Symposium 2026

Tokyo, Japam Thursday, February 26, 2026
RecentDevelopmentsin Global PatentLitigation Part 1
Aoife Murphy



.
q§
)

/elopments Ir
N -




Contact

T +353 1 487 6666
aoife.murphy@dlapiper.com
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Aoife Murphy

Partner

Intellectual Property and Technology
Dublin

Aoife is an experienced commercial litigator with particular focus on
intellectual property. She advises a wide range of indigenous and
multinational clients on all aspects of intellectual property issues, patent,
trademarks, copyright and design related intellectual property matters. She
is particularly experienced in multi-jurisdictional patent disputes and has
acted in some of the most high-profile patent cases to come before the Irish
Courts in recent years. She has acted in more patent related disputes in the
Commercial Court list than any other practitioner in Ireland in the last
number of years. Her experience often involves Irish "firsts", such as acting
in the first biologic/biosimilar litigation in Ireland, the first cross-border
preliminary injunction application in Ireland and the first proceedings
brought anywhere in Europe relating to a derogation sought under the SPC
manufacturing waiver. She has also acted in most of the preliminary
injunction applications relating to patent and SPC matters before the
Commercial Court since 2018, including all of the cross-border preliminary
injunctions to come before the Irish Court. She has also acted in all of the
patent proceedings relating to medical devices to come before the Irish
court in the past 12 years.

She has considerable experience in life science matters particularly medical
devices, biosimilars and well as patents in other sectors. Aoife is involved in

claims of infringement and revocation of patents and SPCs which protect
pharmaceuticals, medical devices, biotechnology, electronic point-of-sale
systems and drone technology. She most recently represented MSD in an
appeal before the Supreme Court, securing the first reference in a
Patent/SPC matter from the Irish Court to the CJEU on the core issue in the
appeal namely, the appropriate interpretation and application of Art 3(a) and
3(c) of SPC Regulation.

She has acted for manufacturers and brand owners in trade mark, passing
off and unfair competition litigation. She also represents clients in copyright,
licencing and ownership disputes. Aoife sits on the Intellectual Property Law
Committee of the Law Society of Ireland.



Summary Overviewz Recent developments

A Growth of importance of the UPC (particularly in technology related disputes. Life Sciences
patent litigation still relatively low aside from secondary patents and med-tech patents.)

A National Courts remain central to patent litigation particularly for non-participating countries
and n o p t-oeudt patents (largely attributed to companies avoiding the risk of a single, central
invalidity challenge before the UPC).

A Continued cross jurisdictional patent litigation and preliminary injunctions before National
Courts including relating to Blockbuster drugs.

A Emergence and increase in cross jurisdictional preliminary injunctions following CJEU
Decision in BHS v Electrolux.

A Developments in SPC Litigation .
A Technology Litigation including SEP Licencing disputes.

A Rise in disputes involving consumer and household technology e.g. Dyson v Dreame, Dyson v
SharkNinja, Fujifilm v Kodak.
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Summary Overviewz Recent developments

A Ongoing Vaccine Patent Litigation (not just Covid -19 related) (incl. CureVac v
BioNTech, Moderna v BioNTech/Prizer, GSK v BioNTech/Pfizer, Arbutus v Moderna).

A Al Patentability (Emotional Al Ltd v Comptroller General of Patents)
A EU Regulatory Developments including :

-European Parliament and Council of EU reached agreement on proposed Pharma
Reforms (will affect regulatory exclusivities and extend the bolar exemption) in Dec
2025;

-European Commission published the EU Biotech Act;

-European Parliament and Council reached agreement on compulsory patent
licencing for crisis management ;

-Draft proposals for a regulation on the unitary SPCs for medicinal products.
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Approach and Conditions for obtaining a Pl vary across the EU
A Main Divergences:

Mini trial on the merits vs a cursory review at the PI stage

Strong presumption of validity  vs none at all

Very strictvs| oo srgenci0 r equi rement s

Multi-days vs 2-hour trial

Level of Evidence required varies for eg of irreparable harm

Cross undertakings in damages or bonds?

Whether protective letters can be filed (e.g. Germany yes, Ireland and the UK no)

Whether ex parte Pls will be granted

Speed to the hearing of the PI

A Different legal thresholds are applied e.qg.:
Preserving the status quo
Risk of irreparable harm
Balance of convenience/ interests (relevant in some jurisdictions)
Reasonable, non-negligible chance that the patent is held invalid or not infringed etc.
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Conditions for obtaining a P} examples

In the UK the test for the grant of a Pl are set out in American Cyanamid
|s there a serious issue to be tried ;
Damages must not be an adequate remedy ;
The balance of convenience must favour the grant of an injunction.

These are assessed as a series of hurdles. (Note some recent cases have fallen on adequacy of damages)

In Ireland , the test in set out in Merck Sharp & Dohme Corp. v Clonmel Healthcare Ltd [2019]

Pls are granted if the party seeking the injunction establishes:
There is a fair and serious issue to be tried (i.e. that the case is not frivolous or vexatious); and
The balance of convenience favors an injunction.
Factors that must be weighed up by the Court include: The status quo, the presumptive validity of
patent/SPC rights , whether for e.g. a generic company could have cleared the way, the harm that would

be suffered pending the main trial etc. It is not necessary for a claimant to establish a prima facie case I.e.
that on the balance of probabilities it is more likely than not that the claimant will succeed at trial.
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Strategic Use of Pls in National Proceedings

A Strike against a key link in the regulatory or distribution chain:
MA holder
Manufacturing
Packaging

A Early Triggers:

SPC Waiver notifications? (See Janssen Stelara (ustekinumab) PI actions including in
Ireland and US)

A Potential Cross Border actions
Customary in NL, also potentially in France
Long arm Jurisdiction (see below)
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Examples of recent Pl Applications national courts

A Biogen v Generics (Tecfidera)

A Multiple proceedings and PI applications around the EU relating to EP 653 873 protecting
Tecfi dera that I s used in the treatment of ml

A Presumption of validity in some countries.

AParent patent had been revoked by the Opposi:
In issue was a divisional.

A Negative OD opinion did not prevent a Pl being granted in Denmark.
A Patent was subsequently revoked by the EPO Technical Board of Appeal.

A Novartis v Generics _(Gilenya)
A Multiple proceedings and PI applications across the EU relating to a patent that protected an
oral treatment for MS.
A BMS/Pfizer v Generics (Eliguis)

A Multiple PI applications around the EU relating to an SPC that protects anticoagulant
medication Eliquis (apixaban)

A Janssen v Generics _(Stelara) (See details below)
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Other key cross-border Pharma / Biologics and Biosimilars Disputes

A Regeneron/Bayer v._Formycon (Eylea)
A Leading biologic used to treat retinal disease e.g. age-related macular degeneration.
A Developed by Regeneron. Commercialised by Bayer.

A Proceedings brought in reliance on a formulation patent EP 2 364 691 that potentially extends
exclusivity to June 2027 (relied on to maintain exclusivity following expiry of the key substance SPC in
Nov 2025).

A Samsung Bioepis had unsuccessfully challenged the patent before the German Federal Patent Court.

A Bayer subsequently sought a Pl against F o r my c bigsitigar product before the Munich Regional
Courtr el ying on the doctri ne BSHYvElectwoluydadisiemwhish wasgaantad h e
In September 2025 across 21 jurisdictions .

A In January 2026 , further Pls granted against Stada, Hexal, Celltrion and Advanz Pharma across multiple
jurisdictions.

A (Note in proceedings before the UK High Court, the Court refused to a Pl application brought against
Alvotech challenging reliance on SPC Manufacturing waiver.)
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Contd.

A Sanofi v Generics _(Jevtana)
ASanofi 6s Wédvtana ldiigiis usedro treat prostate cancer.

A Sanofi had defended its second medical use patent EP 2 493 466 in various proceedings before national
courts over a number of years.

A Sanofi filed an infringement action at the UPC (Munich LD) against Accord, Zentiva, Stada and Dr Reddy
relying on the patent in May 2024. Counterclaims for revocation were filed by the generics companies.

A The UPC revoked the patent in December 2025 across multiple EU countries (Austria, Belgium,
Denmark, France, Germany, Italy, the Netherlands, Portugal and Sweden).

A The Court ruled that the patent lacked inventive step and dismissed the infringement claims.

A Boehringer v Zentiva__(Ofev)
A The Lisbon LD of the UPC rejected a Pl request by Boehringer against Zentiva.

A In August 2025 , the UPC Court of Appeal revered the decision, granted a Pl to Boehringer against
Zentiva blocking a generic version of the respiratory drug Ofev across 17 UPC states.

AThe question of #fAimminent infringemento was consi c
with the court holding that when a potential infringer has done all the preparations in order to start with the
infringement, this could constitute imminent infringement.

A Novo Nordisk v Generics __(Semaglutide)

A Novo successfully defended a crucial EP Patent (EP 3 746 111 B1) covering the tablet form of
semaglutide.
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Long-Arm Jurisdiction

A The concept of long arm jurisdiction refers to a ¢ o u rauthrity to hear and rule on the alleged
iInfringement of foreign patents. It functions as a potential mechanism to address cross-border
harms.

A For the UPC, this means determining infringement of a patent in countries that are non-EU/UPC
contracting states (e.g. Spain, Poland, Ireland, the UK, Switzerland or Turkey.

Legal Basis - Brussels | Recast (Brussels | bis):

AArt.41)8 jurisdiction based on defendantoés domicil
A Art. 7(2) 8 jurisdiction where the place of infringement occurred or may occur.

A Art. 8(1) 8 jurisdiction via close connection among multiple defendants.

A Art. 35 8 provisional measures with a real connecting link.
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BSHHausgerate v Electrolux (CJEU)(G339/22)

A BSH sued Electrolux in Sweden claiming infringement of a patent relating to vacuum cleaner
technology covering Germany, France, Italy, the Netherlands, Austria, Spain, Greece, the UK and
Turkey. Electrolux counterclaimed for revocation of the Swedish designation of the patent and raised the
invalidity of other designations outside Sweden as a defence. The dispute led to a referral of a number
of questions to the CJEU.

A The CJEU (Case C-339/22) held:
A National courts retain jurisdiction over cross-border infringement claims even when validity of foreign
national patents is contested, as long as validity is only raised inter partes.

A Courts of EU member states where the defendant is domiciled can assess validity for the purpose of
deciding infringement of a patent granted in another member state or third county, but their
decisions do not affect the p at e regabstatus or national registers in other states.

A The court hearing the dispute may at its discretion stay the proceedings where thereisafir easonab
and non-negligible ¢ h a n that the national court may find the patent invalid.
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Dyson vDreame International and others

Dyson sued Dreame for infringement of a patent that covers an attachment for a handheld device.
Proceedings were issued against four defendants including Dreame International, a Swedish subsidiary,
a German Sales partner and Eurep GmbH ( Eurepo.)Eurep acing as an authorised representative for
non-EU manufacturers served as an anchor defendant.

Dyson alleged that certain Dreame hair stylers (under Dreame AirStyle and Dreame Pocket brands)
infringed its patent rights which covered an attachment for a handheld hair care appliance (used in the
Dyson Airwrap) arguing that D r e a nhaibssyling devices incorporated an attachment mechanism and
airflow technology that closely mirrored the patented design and function of Dy s o Airdrrap.

A Pl was granted by the Hamburg Local Division in August 2025 prohibiting Dreame from selling
the alleged infringing product across all 18 UPC member states as well as Spain. (Whilst not a
UPC member state, the Pl was extended to Spain via an anchor defendant following the BSH v
Electrolux decision. The PI only prohibited older versions of the products, finding the main products did
not infringe the patent.

The decision was appealed to the UPC Court of Appeal by both parties. The appeal was heard in
January 2026. A decision is awaited.
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UPCLong-Arm Decisions

Alpinestars v Arbutus/Genevant HL Display v
Fujifilm v Kodak Dainese 8 Milan Fujifilm v Kodak v Moderna & The Black Sheep o
0 Ddusseldorf LD LD d Mannheim LD Hague LD The Hague LD

18 Aug. 2025

Mul-T-Lock v IMC Hurom v NUC Dyson v Dreame Bosch v Grizzly &
Creations 0 Paris Electronics o 0 Hamburg LD Lidl 8 Mannheim
LD Paris LD (14 Aug 2025) T LD

Aanchor
def endant o
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Strategic considerations

Claimants:
A Can potentially use the UPC to obtain consolidated multi-territorial relief.

Defendants :
A Consider pre-emptive national invalidity actions (EU/Lugano) to potentially trigger stays.
A Raise foreign-law divergences early - failure can be determinative.

A Removing potential anchor defendants from UPC territories may limit jurisdiction.

General;

A The UPC has tended to adopt a generous approach towards fiAnchor Defendants , &g citing criteria
such as being the European registered representative (household appliances which require CE approval)
or holding an MA for a pharmaceutical product or being responsible for batch release.

A Does long-arm jurisdiction undermine the sovereignty of EU member states that opted not to join the
UPC?

A Questions remain about compatibility with TRIPS (e.g., Art. 28 exclusive right granted by a patent).

A It is unclear how the UPC will apply its discretion to stay infringement proceedings if a validity dispute is
pending.
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What is an SPC?

A Supplementary Protection Certificate ( i S P éxteryds the exclusive patent rights for pharma

products by up to 5 years after patent expiry. They take effect immediately after the patent expires.
The average duration of an SPC granted in the EU is 3.5 years.

Intention is to compensate for the time it takes to get a medicine approved.

A further 6 month i p e d ieaxtt reinas potemtially available.
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The Test for Grant of an SPC

Regulation 469/2009

Article 3 of the SPC Regulation provides that in order to obtain an SPC in respect of a particular
product, the following criteria must be satisfied:

(a) the product Is protected by a basic patent in force

(b) a valid authorisation to place the product on the market as a medicinal product has been
granted in accordance with the applicable Directive,

(c) the product has not already been the subject of a certificate ;

(d) the authorisation referred to in point (b)  is the first authorisation to place the product on
the market as a medicinal product.

Product 1 s defined as meaning At he active 1 ngr
medi ci nal product o
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1. The recent decisions of the CJEU in C-119-22 and C-149/22 in respect of Articles 3(a) & (c) of the
SPC Regul ati on: i n relation to combination SPCO6s.

A Teva/MSD (C-119/22) i Sitagliptin/Metformin (Finland)
A MSD/Clonmel (C -149/22) i Ezetimibe/Simvastatin (Ireland)

2. CJEU decision is pending Czech Referral in Halozyme (C -456/24) in respect of Article 1(b) of the SPC
Regulation - whether a substance designated as an excipient in an MA can be considered an active
ingredient.

3. Whet her SPCO0s can be granted for Pro Drugs.
- A Prodrug is a compound that, after administration, is metabolized in the body.

-Diverging Court decisions from Germany, Sweden,
Elvanse prodrug for ADHD.

4. Multiple disputes under the SPC Manufacturing Waiver.
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The EU SPC Manufacturing Waiver

The SPC manufacturing waiver which entered into force on 1 July 2019, introduced further exceptions to the
protection conferred by an SPC that permitted:

A The obtaining of waivers by generic and biosimilar makers to allow manufacture of SPC-protected
products for export to non-EU countries where intellectual property protections for those products have
expired or never existed (i.e. Where there is no patent or SPC protection).

A Stockpiling of generic and biosimilars for launch in the EU during the last 6 months prior to expiry of the
SPC to enable day 1 market entry.

A Requires certain conditions to be met, notification of the national patent office and the SPC holder no later
than three months before the intended start of manufacture (or the first related act), labelling requirements
etc.

A National patent office must publish the notification information together with the date of notification.

A The information to be notified to the national patent office includes the name and address of the
manufacturer, details of whether the manufacture is for the purpose of export, storage or both export and
storage; the state where the manufacture is to take place, the SPC number, the reference number of the
marketing authorisation in each third country of export etc. i.e. covered real commercial activities.
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SPC Manufacturing Waiver

Article 5 of Regulation (EC) No 469/2009 (as amended by Regulation (EC) No 933/2019)

Article 5(1) subject to the provisions of Article 4, the certificate shall confer the same rights as conferred by the basic patent and shall be
subject to the same limitations and the same obligations.

5(2) by way of derogation from paragraph 1, the certificate referred to in paragraph 1 shall not confer protection against certain acts which
would otherwise require the consent of the holder of the certificate, if the following conditions are met:

The acts comprise:
I.  The making of a product, or a medical product containing that product for the purpose of export to third countries ; or
ii.  Any related act that is strictly necessary for the making in the Union, referred to in point (i), or for the actual export; or

lii.  The making, no earlier than 6 months before the expiry of the certificate, of a product or a medicinal product containing that
product, for the purpose of storing it in the Member State of making, in order to place that product, or a medical product
containing that product, on the market of Member States after the expiry of the corresponding certificate

Iv. Any related act that is strictly necessary  for the making, in the Union, referred to in point (iii), or for the actual storing, provided that
such related act is carried out no earlier than 6 months before the expiry of the certificate

(b) The maker, through appropriate and documented means, notifies the authority referred to in Article 9(1) in the Member State in which that
making is to take place, and informs the certificate holder, of the information listed in paragraph 5 of this Article no later than 3 months before
the start date of the making in that Member State, or no later than 3 months before the first related act, prior to that making that would
otherwise be prohibited by the protection conferred by a certificate, whichever is the earlier.
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Proceedingsregarding EUSPCNaiver

Janssen Biotech Inc v
Amgen Irelandz

(IE Litigation)
Stelara®

Janssen Biotech Inc v
Formycon

(DE Litigation)
Stelara ®

Janssen Biotech Inc v
Samsung Bioepis NL
BV (NL Lit)

Stelara®

Amgen Inc. and
Amgen Fremont v
SamsungBioepis (BE
Litigation)

Prolia ® Dec 2024

www.dlapiper.com

First action brought in the EU relating to a derogation sought by Amgen under Article
5(2)(a)(i)&(ii) of Regulation 469/2009 (as amended by the 2019 Regulation), for the
purpose of manufacture for export to a third country (USA). Matter resolved prior to
hearing.

Resolved between
the parties in
advance of hearing
on confidential

basis.
Formycon announced its intention to invoke the exception rule under Article 5(2)(a)(i)&(ii)
of Regul ation 469/ 2009 by manufacturing d P|Granted.
protected by SPC until July 2024), for export to third countries where the SPC is not in
force. PI granted by Regional Court of Munich to Janssen. Court reached its decision due (20 October
to inter alia a finding of a lack of marketing authorisation number or equivalent for the 2023)

biosimilar in the country of export.

Samsung announced its intention to involve the exemption under the SPC Regulation by
manufacturing a biosimilar of Janssenos
exporting to third countries (Article 5(2)(a)(i) & (ii) and also for the purpose of stockpiling
and placing the product on the EU market after SPC expiry (Article 5(2)(a)(iii) & (iv)). PI
was refused by the Dutch Court.

Samsung announced its intention to invoke the exemption under the SPC Regulation by
manufacturing a biosimilar of Amgen's denosumab product for export. The Enterprise Court
of Brussels followed the decision of the Dutch Court and ruled that (i) manufacturers are
not obliged to provide the reference number of their marketing authorisation or to specify
the third countries to which they plan to export at the time of notification and (ii) the SPC
manufacturing waiver permits temporary storage of product intended for export, as long as
its duration is one that is customary in the normal course of business.

a




Proceedingsregarding EUSPCNaiver

Regeneron v Sandoz

(BE Litigation)
Eylea®

Regeneron v
Alvotech (UK

Litigation)
Eylea®
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The Brussels Enterprise Court held that manufacturers can validly notify for export
without pre-existing marketing authorisation and without disclosing potential third
countries of export. This decision aligns with Belgian and Dutch rulings and rejects the
approach taken by the German Court.

The English Court held that SPC waiver notifications for export do not need to include
marketing authorization reference numbers, meaning that manufacturers can start the
three-month notice period without waiting for MA grant.




Key arguments run in the Case Law

Focus of the arguments in the Cases brought to date have been on:

1. Whether a maker needs to provide eeference number of agranted authorisation in the country of
intended export in the export waiver notice;

2. Whether the country of intended export needs to bH° free; and

3. Whetherstockpiling of product is permitted.

German Court
The Respondent could not rely on the manufacturing waiver because it had neither provided the MA number nor

disclosed the third country of intended export.

The SPC waiver is an exemption to the rights granted to the SPC holder and must be read restrictively and is not
designed to allow the manufacture for export to countries in which the SPC holder holds IP rights.

The 3 month period is to allow the SPC holder to check that the product is not being exported to a country where
there are IP rights in place.

Dutch Court and Belgian Courts

A reference number of the MA is not required per se: it can be added at a later date once publicly available.

The countries of intended export are not required to be patenfree and the manufacturer is not under an
obligation to prove that there are no live patents in force in the countries of intended export.

Dutch and Belgian Courts held that stockpiling of medicines is allowed as long as it is strictly necessary and only
for a usual period of time in regular business. What precisely is meant by strictly necessary and usual period of
time in regular business was not explained/expanded upon.
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Prodrug: SPC Litigation

A prodrug is a compound that, after administration, is metabolized in the body into a pharmacologically
active drug (the nactive metaboliteo). The prodrug |
converted into its active form.

Central issue in the Takeda (lisdexamfetamine ) prodrug SPCcases i s whet her the fnprod
purpose of Art. 1(b) of the SPC Regulation is:

A Lisdexamfetamine (prodrug)
or

A Dexamfetamine (metabolite)

If the prodrug is the active ingredient, then the MA for the prodrug can support an SPC.

If the metabolite is the active ingredient, then the MA for the prodrug is not the first MA and an SPC cannot
be granted.

The distinction is important because SPCsar e only granted i f the MA is thi
Article 3(d) of the SPC Regulation.

www.dlapiper.com



Prodrug: Diverging National Decisions

Country

Germany
(4 June 2024)

Sweden
(21 Jan 2025)

Denmark
(18 Feb 2025)

Switzerland

(12 June 2025)

www.dlapiper.com

Outcome

SPC revoked
First instance

SPC upheld
First instance

SPC upheld
First instance

SPC upheld
First Instance

Key Reasoning of the Court

Lisdexamfetamine and dexamfetamine are the same active

ingredient.

The prodrug does not have a pharmacological effect on its own.
The MS for lisdexamfetamine is not the first MA for the

active ingredient.

MA/SmPC lists lisdexamfetamine as the active substance.

Regul atory Authorities
status to Lisdexamfetamine etc.
A prodrug can be a new active ingredient

grante

MA/SmPC lists lisdexamfetamine as the active substance.
Regulatory Authorities granted NAS status to Lisdexamfetamine

etc.
A prodrug can be a new active ingredient.

MA/SmPC lists lisdexamfetamine as the sole active substance.
Lisdexamfetmine has pharmacological effect of its own and is

authorised as a new substance.

Approach to Active
Ingredient

Active ingredient is
dexamfetaine not
lisdexamfetamine

Active ingredient is
lisdexamfetamine

Active ingredient is
lisdexamfetamine

Active ingredient is
lisdexamfetamine
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Some Key Recent technology incl. SEP Patent disputes

VoiceAge v HMD_ (Munich Higher Regional Court)

- A major standard-essential patent ( 1 S Eda<e )in the mobile telecoms space relatingto Voi c e AYy® 0 s
speech-coding SEPs.

- The dispute related to EVS speech-coding patent.

- The Munich Higher Regional Court held that HMD had infringed a VoiceAge Patent and confirmed that HMD

(Nokia phones) was an unwilling licensee under FRAND principles because it refused to provide adequate
security eg a bank guarantee.

- HMD were barred from distributing EVS enabled devices in Germany.
- Leave to appeal to the German Federal Court of Justice, limited to FRAND was granted .

- The appeal was heard on 27 January 2026. A decision is awaited .

www.dlapiper.com



Technology Patent CasezContd.

Apple v Optis T (UK Court of Appeal)

- A continuation of the long-running global litigation over 4G/LTE SEPs in a portfolio licensing dispute.

- Court of Appeal overturned a key part of the High Court ruling and ordered Appeal to pay Optis a
substantially higher FRAND royalty for its global 4G standard essential portfolio.

- Apple was required to pay alump sum of $502 million (excluding interest) for the period 2013-2027.

- (The High Court had set royalties at just $56.43 million. The Court of Appeal seta FRAND rate of $.015 per
apple device relying primarily on comparable licence agreements involving Otis, Apple and other SEP
licensors eg Ericsson, Nokia and InterDigital.)

- Apple appealed the decision to the UK Supreme Court. A decision is awaited.

- (This is the third time that the UK Court of Appeal revised a High Court FRAND determination
(following Unwired Planet v Huawei and InterDigital v Lenova).
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Technology Patent CasezContd.

Ericsson v Lenovo (UK Court of Appeal)

A Part of a multi-year global 4G/5G SEP battle across the UK and Germany.

A In February 2025, the UK Court of Appeal held that Lenovo was entitled to an interim FRAND licence, overturning the
decision of the High Court.

A Held that Ericsson had breached good faith FRAND negotiation duties under ETSI Clause 6.1 by pursuing injunctions
abroad while Lenovo had undertaken to accept UK determined FRAND terms.

Amazon v Nokia (UK High Court & German Courts)

A dispute over multiple patents covering video streaming , multimedia service provisioning, content recommendation, and
video codes.

Amazon sought FRAND declarations in the UK while Nokia sought injunctions from the German Courts .

Conflicting decisions from the UK and German Courts .

A Germany (Diisseldorf & Munich): Granted injunctions against A ma z o Prifne Video and streaming devices, finding
infringement of N o k i vadéoglelivery patents.

A UK High Court: Amazon sought FRAND declarations.

A global settlement was subsequently reached between the parties.
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Technology Patent CasezContd.

InterDigital v Lenovo (UK High Court & Court of Appeal)
A Relates to 3G, 4G, and 5G SEPs declared essential under the ETSI framework.

A SEPs relate to foundational cellular communication technologies implemented in Lenovo smartphones since 2007.

A The UK High Court held that FRAND terms must apply to all past sales , even those outside limitation periods
because a willing |icensor and |Iicensee would have agree
should be limited to statutory damages periods.

A The UK Court of Appeal :

1. Increased total FRAND payment
A Adjusted per-unit rate to $0.225, increasing the payable lump sum to $178.3m + interest .
2. Confirmed FRAND applies outside limitation periods

A (Court expressed the view that a willing licensee would not refuse to pay licence fees on old sales, and allowing
Lenovo to avoid payment would incentivise hold-out, which is contrary to FRAND principles).

3. Adjusted the methodology for comparable licences

ACriticised High Courtdéds heavy reliance on a single comp
licence.

4. Reaffirmed UK courtso6 authority to determine worl dwide
5. Permission to appeal the decision to the UK Supreme Court was refused.

www.dlapiper.com






Patent protectionz Al technologies —
Issue = excluded subject matter D end el e °"‘ Wi T I oF

Emotional Perception Al Ltd v Comptroller -General of Patents

A System for providing media file recommendations to an end user
A Uses a trained Artificial Neural Network (ANN)
A UKIPO rejected patent application i computer program as such

Appeal to UK High Court (December 2023)

A Questions: (1) computer program as such? (2) technical effect?

A ANN does not amount to a computer program i learn via training process, not implementing code
from human. Exclusion from patentability not engaged.

If wrong 1 does computer program make a technical contribution outside of itself?

Yes: identification and movement of the media file T analysis and selection in a technical way.
Subjective and cognitive nature irrelevant

UKIPO Guidance suspended pending proper consideration

(July 2024) — Ll T

Appeal to Court of Appeal

— .
—

N
ss.!!

A Reversed HC decision i ANN was a computer program

A Technical effect? No i recommendation based on aesthetics

.
l!’
E1EnE

Appeal to the Supreme Court T Decision delivered on 11 February 2026!
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Daniel Valencia

Partner
Washington, DC

Daniel Valencia is a Chambers-ranked trial lawyer who represents a wide
range of clients in high stakes, cross-border intellectual property and trade
disputes. He has tried numerous cases before judges and juries. He has
also briefed and argued appeals at the Federal Circuit. Daniel combines a
background in electronics with his litigation experience, to provide clients
with sophisticated, creative strategies in even the most complex Internet
Protocol (IP) and trade disputes.

Daniel has significant experience in Section 337 proceedings before the US
International Trade Commission (ITC), having previously worked at the
agency as a trial attorney, appellate counsel, and advisor to the
Commissioners. He draws upon this familiarity with all levels of the ITC's
decision-making to offer practical and insightful counsel to clients appearing
at the ITC as both complainants and respondents. He also advises clients
on Customs and Border Protection practice regarding enforcement of ITC
remedial orders.

Daniel began his career as a patent examiner at the US Patent and
Trademark Office after having worked in the semiconductor industry
designing circuits.
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Expert Testimony on Damages

Background

FRE 702 A witnesswho is qualified asanexpertby knowledge skKill,
experiencetraining,or educatiormaytestify in theform of anopinion
or otherwiseif the proponentdemonstrateso the courtthatit is more

likely thannotthat
(a)thee x p esciantdistechnical,or otherspecializedknowledgewill helpthe
trier of factto understandhe evidenceor to determineafactin issue
(b) the testimony is basedon sufficient facts or data;
(c) thetestimonyis the productof reliableprinciplesandmethodsand
(d) the expert'sopinion reflects a reliable application of the principles and
methoddo thefactsof thecase

Advisory CommitteeNote (2000: Rule 702 setsforth the overarchingrequirementof
reliability, and an analysisof the sufficiency of the e x p ebasisGasnotbe divorced
from theultimatereliability of thee x p eopirtion. s
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DamagesEcoFactorv. Google]l 37 F.4th 1333 (Fed. Cir. 2025)dnbanc

En Banc Federal Circuit reins in expert testimony on damages

An absencef reviewablereasoningnay be sufficient groundsfor
this courtto concludethedistrict courtabusedts discretion

137 F.4h at 1338

The plain languageof the licensesdoesnot providea basisfor Mr. Kennedyto opine

that the partiesagreedto an $X per unit ratein agreeingto the lump-sum payment
amounts

137 F.4h at 1341

Where, as here, the relevantevidenceis contraryto a critical fact upon which the

expert relied, the district court fails to fulfill its responsibility as gatekeeperby
allowing the expertto testify attrial.

137 F.4h at 1346
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Invalidity Challenges: Are IPRs Still Worth Filing?

USPTO Denying Institution in Most Cases

Why?

AFintiv

AParallel proceedings and efficiency
ASettled expectations

AProcedural failures

U.S. Patent and Trademark
Office

www.dlapiper.com



Invalidity Challenges:Inter PartesReview or Ex PartedReexamination?

Factors to consider

I [ =

Timeline 18 months Varies (20 month median)

Success Rate 37% instituted (2026) >90% instituted (2026)
>80% at least one claim >40% at least one claim
cancelled cancelled

Adjudicator PTAB Patent examiner

Appeal CAFC PTAB A CAFC

Estoppel of petitioning party Yes None

Estimated fees $100,000 $450,000

Dismissal upon settlement Yes No

www.dlapiper.com



Invalidity Challenges: Ex Partes Rexamination Process

Po ) .
Reexam Reexam First Office Response Final Office
Request Ordered Action (Amendment) Action

v

T

NIRC
Issued

A PO response to reexam order before Examiner
Reopens

first action is possible i but then Pros?
requester can reply

A Preliminary amendment possible
before first action

No

A No RCEs (i.e., no continued
prosecution after final office action)
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ITC filings Increase

AEleven new section 337 complaints in 2026 as of February 16, 2026
A Compared to 57 filed in all of 2025

AWhat 6s behind the |

AIPR institution denials
Almpact of Lashify v. USITC




ITC Domestic Industry: One Year Aftdrashify

Background

19 U.S.C. § 1337(a)(3) provides:

For purposes of paragraph (2), an industry in the United States shall be considered to exist if
there is in the United States, with respect to the articles protected by the patent, copyright,
trademark, mask work, or design concernedd

(A) significant investment in plant and equipment;
(B) significant employment of labor or capital; or

(C) substantial investment in its exploitation, including engineering, research and development,
or licensing.
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ITC Domestic Industry: One Year Aftdrashify

Certain Soft Projectile Launching Devices, Components Thereof, Ammunition, and Products Containing Same,
Inv. No. 337-TA-1125, Commission Opinion

ANo domestic industry

A ITC credited labor expenditures on global marketing and packaging design under
Lashify

Al TC found some confidenti al expenses
337(a)(3)(b)
NThe Commi ssion therefore declines to adopt Comp
Compl ainant sé arguments depend upon the adoption
affirms the Final | Do6s finding that [ REDACTED] d

A ITC found that Complainant failed to account for foreign third-party manufacturing
costs in its comparison between domestic and foreign product labor. Op. at 29.

Al TC found Asizeable revenue does not de mi
the éo0o Op. at 32.
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ITC Domestic Industry: One Year Aftdrashify

Certain Soft Projectile Launching Devices, Components Thereof, Ammunition, and Products Containing Same,
Inv. No. 337-TA-1125, Commission Opinion

Al TC rejected the Complainantsd quant.i
t hat Compl ainantso above compari sons

determining the significance of Hasbr
view of the totality of the record and the context of this industry and the DI
Products. o Op. at 35,

| TC found that nthe most appropriate compar :

il nvestments to iIits projected revenueo but f
insignificant. Op. at 37-38.
Al Compl ai nantsoé6 qualitative argument s

guanti tative factors discussed above.

www.dlapiper.com




ITC Domestic Industry: One Year Aftdrashify

Certain Soft Projectile Launching Devices, Components Thereof, Ammunition, and Products Containing Same,
Inv. No. 337-TA-1125, Commission Opinion

AFi nal 1 D6s finding that an i ndus
established:

Various steps that were taken occurred outside the U.S. Op. at 409.

Compl ainants failed to nexplain whett

Prong b, Prong C, or both, or how its investments would be significant or
substantial. o Op. at ©50.
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Greg Bodulovic

Partner

Sydney

Greg Bodulovic is an Australian intellectual property lawyer with
postgraduate qualifications in biotechnology. He has broad experience in
both the contentious and non-contentious aspects of intellectual property
law.

Gregbs experience includes patent
before the Federal Court of Australia and High Court of Australia, and
patent opposition proceedings before the Australian Patent Office. He has
acted also in registered design, trademark and copyright infringement
proceedings and implemented and managed successful large-scale
intellectual property enforcement campaigns for rights owners.

His non-contentious legal experience includes drafting and negotiating
intellectual property licence agreements, research and development
agreements and technology transfer agreements, as well as advising on the
intellectual property and life sciences aspects of large, multi-jurisdictional
corporate transactions.

Greg also advises on a broad range of regulatory issues relating to
pharmaceuticals and medical devices, including in relation to market entry
and product launch and marketing.
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C.).-- Patent Litigation in Australia

ATrends in patent litigation

ANew patent litigation directions
AComputer implemented inventions
APreliminary injunctions

APreliminary discovery
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;- Growth Areas for Patent Litigation

Percentage of Cases by Industry Sector

mr FII'_I

Consumer Goods, Food Energy and Natural Industrials Infrastructure, Construction Life Sciences Technology
and Retail Resources and Transport
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G- New Patent Litigation Directions

Federal Court of Australia

A Patent litigation - Federal Court of Australia
A The Federal Court of Australia has issued new standard
directions for patent litigation, which:

o simplify court processes for patent infringement and
revocation proceedings; and

o streamline patent litigation to make it faster and less
expensive.

A Trial date is set for a date 12-18 months after first case
management hearing (shortly after defence filed).

A New requirement for filing infringement and invalidity position
statements.

A Expert witnesses:
0 only one expert per field is permitted,

0 concurrent expert evidence (i.e. the hot-tub) T unique to
Australia.
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Computer Implemented Inventions (CIISs)
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A Until late 2025, for ClIs to be patentable in Australia, an abstract scheme
implemented by computer was insufficient T patentability required a
specific advance in computer technology.

= =
A This is in the process of changing as a result of a recent decision in the cels at navigating
Full Court of the Federal Court of Australia i Aristocrat v Commissioner gal matters with
of Patents. precision and expertise. It is a
_ team of seasoned attorneys
A Going forward: that combines indepth
0 claims to Clls must be assessed as a whole; knowledge of the law with
_ : strategic thinking.
0 Clls must produce an artificial state of affairs and a useful result; and
0 no advance in computer technology will be required. Chambers Asia Pacific 2025 ~
A US position: requires a specific technological improvement to computer O
functionality, not just an abstract idea on generic hardware, no specific
advance in computer technology required. Band 2 =Y
N/
e . : : : : Intellectual Property =
A EU position: requires technical character/effect/contribution - beyond e T S
mere data processing or automation. Chambers Asia ~ N &

¢ Pacific, 2026 Q\"
A The current position in Australia is now more closely aligned with the US.
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G- Preliminary Injunctions

A Preliminary injunctions (interlocutory injunctions) in Australia
preserve the status quo pending trial.

A Test:
0 A serious question to be tried;
0 The balance of convenience favours the granting of the
Injunction
A Undertaking as to damages: Applicant (plaintiff) must offer to

compensate nany person (whether
affected by the operation of the injunction.

A Often sought by innovators in pharmaceutical patent disputes
to prevent launch of competing products which infringe or
threaten to infringe the innovators patent(s).

A Useful tool for patentees to temporarily block competitors
entering the market pending resolution of patent infringement
disputes.
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G- Preliminary Discovery

A Pre-litigation discovery tool available in Australia i allows pre-action
access to documents.
A Requirements for preliminary discovery:

0 prospective applicant has a reasonable belief it may have a right to
relief from a prospective respondent;

0 applicant has made reasonable enquiries, but has insufficient
information to decide whether to commence proceedings; and

0 prospective respondent has or is likely to have documents relevant to
the prospective claim.

A Primary uses are in patent or other IP disputes to obtain evidence of
infringement or identify respondents.

A Documents that may be discoverable include manufacturing processes,

formulation, and other product information and sales/supply information.

A Pfizer v Samsung Bioepis (key precedent): Pfizer successfully used
preliminary discovery to obtain from Samsung Bioepis manufacturing

process documents for a biosimilar to assess process patent infringement.
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Partner

Shanghai

Ting is a Partner in the IPT practice of DLA Piper's Shanghai office. She
heads Chi nabos .Hhenpraetinetfocyses arcpaténts,drade
secrets and other technology-related matters. She specializes in licensing
and technology transfer, life sciences and healthcare related regulatory
work, and also handles IP enforcement and litigation matters.

Prior to her legal career, Ting worked as a research scientist in the National
Key Laboratory of Chinese Academy of Sciences and a renowned research
institute in Canada. Ting leverages her advanced scientific research
background and deep understanding
advise clients from a wide variety of emerging and innovative sectors,
including life sciences and healthcare, chemical, automotive, semi-
conductor, information technology, artificial intelligence and new energy.
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Agenda

1 China: Standard Essential Patent Litigation Update

2 Preliminary Injunction
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PRC SEP Legislative Framework Overview

Regulatory Document and Judicial Interpretation

Law

Aug. 2007

www.dlapiper.com

APRC Anti -

Monopoly Law

A Specified that

Anti-Monopoly
Law applied to
intellectual
property rights
abusive conducts
that excluded or
restricted
competition

AProvision

remained
unchanged over
subsequent
amendmentin
2022

Anterim Provisions on the Administration of National Standards Involving Patents h
APromulgated by National Standardization Administration and China National Intellectual Property Administration
Aerovided rules concerning disclosure obligation and types of license commitment, and rules for SEP in compulsory national
standard )
AProvisions regarding Prohibiting the Abuse of Intell ectudl I

Provisionso)
APromulgated by State Administration for Industry and Commerce
ASpecified prohibited antitrust behaviors regarding SEP

AReplaced by new provisions in 2023 Y,
\

Anterpretation (II) on Several Issues concerning the Application of Law in the Trial of Patent Infringement Dispute
Cases
APromulgated by Supreme People's Court

AProvided judicial tests concerning SEP patentoés infringnemen
AProvision remained unchanged over subsequent amendment in 2020 )
Mnti-Monopoly Guidelines for the Field of Intellectual Propﬁwt
APromulgated by Anti-Monopoly Committee of the State Council
ASpecified factors for determining dominant market position for SEP owners
Ancluded the abuse of judicial injunction as prohibited antitrust behaviors regarding SEP, and specified factors for its
determination )

AProvisions on Prohibiting the Abuse of Intellectual Property Rights to Exclude or Restrict Competition
APromulgated by State Administration for Market Regulation and replaced the 2015 Provisions
Ancorporated the abuse of judicial injunction scenario from 2019 Guidelines
Ancluded setting unfairly high royalty rate as prohibited antitrust behaviors regarding SEP

:
v

Nov.
2024

Aanti -Monopoly Instructions on Standard Essential Patents
APromulgated by State Administration for Market Regulation

MDetailed instructions on determining antitrust behaviors involving SEP, e.g., disclosure, license commitments, good-faith
negotiation, monopoly agreement, abuse of dominant market position, and merger control




Definitions of SEP

AfiPatent essential for implementation of stand
A Concept adopted in standard drafting and implementation by CNIPA
o National standard
A Concept adopted in antitrust administration by antitrust authorities
o Types of standard not specified

AR Essent iexplicitlpspécéelt n st andardo by Supreme Peopl
Infringement

A Concept adopted for patent litigation
o Recommended national, industry or local standard

www.dlapiper.com



SEP Patent Litigation Overview

A Dispute over infringement
ACourt wildl not support patenteebds claim of i

A Patentee intentionally violates its FRAND (i.e., Fair, Reasonable and Non-Discriminaory)
commitment made during standard draft process;

A Practitioner is not obviously at fault during negotiation; and
A Failure to reach patent license
Duri ng neglcensedetmson of

Y]
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SEP Patent Litigation Overview

A Dispute over infringement

ACourt can det er moinfe nfol iacgerneseemetnetr tsan be r each
negotiati onso

APrinciple for courtés determinati on: FRAND
A Factors:

A Inventiveness of patent

APatentdéds role in standard

A Technical field of standard
A Nature of standard

A Scope

A Other relevant license terms

www.dlapiper.com



Case lllustration I: SEP Patent Infringement Dispute

A Patent infringement case filed by XU, an individual (patentee) and a Ningbo Tech Company (Plaintiffs) against a
Hebei Rubber Company and a Hebei Construction Company (Defendants)

A Significance: SPC clarified FRAND obligation for SEP patent infringement dispute and its impact on damages

A History
Frist instance: Shijiazhuang Intermediate Court in Hebei Province (first instance judgment issued on 13 May
2020)
Second i nstance: Supreme Peopleds Court (SPC) (seco

A Asserted patent

Chinese invention patent ZL200410049491.5: A Super Large Anti-Deflection Bridge Expansion Joint Device
A Background

XU was legal representative, shareholder and controller of Ningbo Tech Company

Pl aintiffs drafted recommend elirectiomad Displacenyent Cambd-iypeaBridge A M
Expansion Joint Deviceo, | ater i1issued by PRC Mini s

In standard, patentee XU committed to negotiate a license under FRAND and provided contact information
Plaintiff sent letter to Defendant for negotiation of patent infringement damages in 2016
XU granted Ningbo Tech Company royalty free exclusive patent license in 2017

www.dlapiper.com



Case lllustration I: SEP Patent Infringement Dispute

A Patent infringement case filed by XU, an individual (patentee) and a Ningbo Tech Company (Plaintiffs)
against a Hebei Rubber Company and a Hebei Construction Company (Defendants) (cont.)

AShijiazhuang I ntermediate Court found infringemen:
A SPC overturned firsti nst ance deci sion and suppor t edébeifRubadar nt i f
Company

ADefendant 6s bridge expansion joint device infrin:

A Plaintiff did not violate FRAND obligation

A As legal representative, shareholder and controller of Ningbo Tech Company, XU did not constitute
price discrimination when granting Ningbo Tech Company royalty free exclusive patent license

A XU presented good-faith intention for negotiation when sending letter to Defendant
A Defendant was at fault:

AFailure to actively seek |license when concerned
information

A Failure to negotiate with XU after receiving letter from plaintiff
A Continued infringement after receiving letter from plaintiff

www.dlapiper.com



Case lllustration I: SEP Patent Infringement Dispute

A Patent infringement case filed by XU, an individual (patentee) and a Ningbo Tech Company
(Plaintiffs) against a Hebei Rubber Company and a Hebei Construction Company (Defendants)
(cont.)

A Shijiazhuang Intermediate Court awarded RMB 100 thousand damages
A SPC raised damages to RMB 3 Million
A Determination of damages
ATheothercodef endant 6s tot al sales volume of 1 nf
ARoyalty rate based on Plaintiffoés other 1| ic

A Doubled royalty rate for Defendant in damage calculation due to its fault
A Defendant did not actively seek license
A Defendant continued to knowingly infringe asserted patent

www.dlapiper.com
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Preliminary Injunction Overview

A Factors for granting preliminary injunction
A Likelihood of success: factual and legal basis
Stability of asserted patent
Infringing acts
Infringement analysis
A Any irreparable harm to Pl applicant
e.g., significant increase of infringement scale, market share decrease
A Interest balance between applicant and respondent
A Public interest
A For pre-suit injunction:
Any urgent conditions where asserted patent being infringed or to be infringed
e.g., upcoming or on-going exhibition or trade shows

www.dlapiper.com



Preliminary Injunction Overview

A Timeline

A Pre-suit injunction
Granted within 48 hours after court accepts application
May take 24 hours to several months in practice
Ex parte possible

A In-suit injunction
For urgent conditions, granted within 48 hours after court accepts application
For non-urgent conditions, not specified under statute
May take 48 hours to several months in practice even for urgent conditions

A Response
A More likely than not ex parte proceeding
Court has full discretion to decide whether to inquire both parties or hold oral hearing before
ISsuing injunction
More ex parte cases than defended cases in the past seven years

www.dlapiper.com
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Preliminary Injunction Overview

Types of IPR with Preliminary Injunctions Granted

u”]Juduﬂh

2016 2017 2018 2019 2020 2021 2022 2023 2024

N

w

N

=

o

mnvention Patents  mULtility Model Patents  mDesign Patents  m Copyrights
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Preliminary Injunction Overview

Duration of Preliminary Injunction Hearing

A 270 days (invention patent)

100
90 75 days (invention patent)
80
60 days (copyright) A
60 days (invention patent
70 12 days (invention patent) ys ( . )
60 10 days (invention patent) @ A
" : :
Q 50 30 days (invention patent)
8 8 days (copyright)
23 days (invention patent)
40 | 3 days (design patent) 30 days (copyright) 20 days (utility model)
3 H .
{2 days (capyright A 2 days (invention, utility model,
2 days (copyright) A design) 2 days (3 invention
20 15 days (invention, utility model, . 4 atents
p )
e copyright) 5 days (copyright)
3 days (copyright)
A : .
10 & 6 days (copyright, 2 days (copyright) s 3 days (copyright)
“ 1 day (copyright) s 3 2 days (copyright) ¢ :
1d ht
0 e @ 1 day (copyright) e ay (copyright)
2015 2016 2017 2018 2019 2020 2021 2022 2023 2024 2025

www.dlapiper.com



Case lllustration II:Pre-suit Injunction

A Pre-suit injunction case for patent infringement filed by a Suzhou Tech Company (patentee and Plaintiff) against a Beijing
Tech Company (Defendant)

A Significance: SPC provided clear guidance on judicial tests for pre-suit injunction
A History

Frist instance court: Quanzhou Intermediate Court in Fujian Province

Application date: June 3, 2024

Pre-suit injunction granted on June 5, 2024

Date of SPC accepting reconsideration petition: June 24, 2024

Date of oral hearing in SPC: June 27, 2024

SPC revoked first-instance pre-suit injunction decision on July 3, 2024
A Asserted patent: Chinese invention patent ZL20211167XXXX.6 (patent name not disclosed)
A Accused products: self-cleaning vacuum and mop robot (Model No.: P10Pro and P10SPro)
A Background

Accused product P10Pro launched on Aug. 28, 2023

Accused product P10SPro launched on Feb. 18, 2024

Pl aintiff initiated patent infringement suits i n multi)]
accused product P10Pro) since Dec. 19, 2023

Pl ainti ffds mar ket shar e: 14. 1% in 2023, and 17.4% i n
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Case lllustration II:Pre-suit Injunction

A Pre-suit injunction case for patent infringement filed by a Suzhou Tech Company (patentee and Plaintiff) against a Beijing
Tech Company (Defendant)

A Background (cont.)

Zhejiang Intellectual Property Research and Service Center issued Patent Infringement Comparison and Analysis
Report, concluding accused product infringed asserted patent under doctrine of equivalents

Beijing Guowei Intellectual Property Appraisal and Evaluation Center Co., Ltd. issued Patent Infringement
Comparison and Appraisal Opinion, concluding accused pt
A SPC opinions

Condition was not fAurgento

Accused patent infringing act would not cause extinction of patent rights or irreparable damage to patent value

Accused patent infringing act did not iIinfringe plaint
Not time-sensitive:

Accused patent infringing act commenced as early as
season as claimed by plaintiff/applicant

Plaintiff discovered accused infringing act in Aug. 2023, but waited till June 2024 to apply for PI

Defendant had other sales promotions between Aug. 2023 and June 2024, but Plaintiff did not promptly apply
for PI during such period

Plaintiff did not apply for Pl (pre-suit or in-suit) in related actions against defendant in other courts

www.dlapiper.com




Case lllustration II:Pre-suit Injunction

A Pre-suit injunction case for patent infringement filed by a Suzhou Tech Company (patentee and
Plaintiff) against a Beijing Tech Company (Defendant)

A SPC opinions (cont.)
Favorable factors
Stability of asserted patent
Invention patent presumedly stable

Decision on invalidation petition regarding asserted patent was not issued by China
Nati onal |l nt el |l ect ualCNIPACOp ggretty Admi ni str at

Public interest
Plentiful replaceable choices in market for accused products
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Case lllustration II:Pre-suit Injunction

A Pre-suit injunction case for patent infringement filed by a Suzhou Tech Company (patentee and Plaintiff) against a
Beijing Tech Company (Defendant)

A SPC opinions (cont.)
Unfavorable factors
Infringement analysis
Parties had dispute over whether certain patented technical features existed in accused products

Both analysis opinions were prepared by agencies hired by plaintiff ex parte, rather than appraisal
agency commissioned by court

Both analysis opinions lacked in  -depth analysis, especially on disputed technical features

SPC could not assess likelinood of infringement even after its on-site examination of accused products
Irreparable harm to plaintiff

Pl aintiffds economic | osses could be remedied by

Defendant expressed willing to provide counter-bond

Pl aintiffds mar ket share in April 2024 had increa
Interest balance between plaintiff and defendant

Both parties are well-know companies in industry
No proof that plaintiffods | ossesutmunetiowei ghed def
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Case lllustration IlI: Preliminary Injunction

A In-suit injunction case for patent infringement filed by Yongkang Lianyue Industry and Commerce Co. Ltd. (Defendant and
Pl applicant) against Cixi Bosheng Plastic Product Co. Ltd. (patentee and Plaintiff) and Zhejiang T-mall Network Co. Ltd.
(Defendant), et al.

A Significance: first reverse preliminary injunction issued by SPC

A Application date: 5 November 2020

A Reinstate request: reinstate weblink for selling accused product

A In-suit reinstatement granted on 6 November 2020 (decided within 48 hours due to imminenti 21110 s hoppi)ng

A Bond setting: RMB 6.32 million + 50% of sales revenue that exceeds RMB 6.32 million since weblink reinstatement
A Asserted patent: Chinese utility model patent ZL201820084323.7fi F| at Mop Cl eaning Tool wit
A Accused product: mop and bucket
A Background
Pl applicant selling accused product on website operated by Zhejiang T-mall Network Co. Ltd.

Plaintiff initiated patent infringement suits against Pl applicant, et al. in Ningbo Intermediate Court in Zhejiang
Province on 11 Oct. 2019. In April 2020, Ningbo Court found infringement and held that Pl applicant should cease
infringing act, and defendant Zhejiang T-mall Network Co. Ltd. should delete weblink for selling accused product

Zhejiang T-mall Network Co. Ltd. deleted weblink for selling accused product in April 2020

Pl applicant appealed first instance judgement to SPC
During second instance proceeding, CNIPA issued decision on 9 Sept. 2020, holding asserted patent invalid

www.dlapiper.com



Case lllustration IlI: Preliminary Injunction

A In-suit injunction case for patent infringement filed by Yongkang Lianyue Industry and Commerce Co. Ltd.
(Defendant and PI applicant) against Cixi Bosheng Plastic Product Co. Ltd. (patentee and Plaintiff) and Zhejiang
T-mall Network Co. Ltd. (Defendant), et al. (cont.)

A SPC opinions
Stability of asserted patent
Utility model patent unstable in nature due to lack of substantive examination
Uncertainty in validity: asserted patent was determined invalid by CNIPA (even though plaintiff intended to

chall enge CNIPAO6s invalidation decision in court)
Other factual basis

A total of RMB 15.6 million in Pl applicantdés acco
operation

Irreparable harm to Pl applicant

Existence of weblink would profoundly affect sales of accused product, especially during imminent
N1-110 shopping season

Interest balance between Pl applicant and respondent

Pl aintiffodos patented products would not be repl ace
in market

Pl applicant agreed to seize certain amount and obtainable profits in its account after reinstating weblink

www.dlapiper.com



Case lllustration IlI: Preliminary Injunction

A In-suit injunction case for patent infringement filed by Yongkang Lianyue Industry and Commerce
Co. Ltd. (Defendant and PI applicant) against Cixi Bosheng Plastic Product Co. Ltd. (patentee
and Plaintiff) and Zhejiang T-mall Network Co. Ltd. (Defendant), et al. (cont.)

A SPC opinions (cont.)
Factors for determining bond setting

Dynamic bond
PI applicantdés obtainable profits would coc

Dynamic bond being set at 50% of sales revenue
To exclude costs and administrative expens

To avoid unreasonabl e I mpact on Pl applica
Asserted patentos contribution
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1997
1998
1999
2000
2010
2013 -
2014

2000
2003
2013 Boston University School of Law (J,D.)

DLA Piper LLP (US), Chicago Office, Patent Litigation Group

Chambers USA
Band 4, lllinois Intellectual Property (2024)

Chambers Global
Spotlight Table Foreign Expert, USA Intellectual Property (Foreign Expert for Japan) (2021 - 2025)

The Legal 500 United States
Recommended, Patents: Litigation (International Trade Commission) (2020)
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